Search - 6 Results - product-by-process and Thorpe 



Page 1 of 19 



Source: Legal > Federal Legal - U.S. > Circuit Court Cases - By Circuit > US Court of Appeals Cases - F deral 
Circuit © 

Terms: product-by-process and thorpe ( Edit Search ) 
^Select for FOCUS™ or Delivery 

r 

970 F.2d 834, *; 1992 U.S. App. LEXIS 15888, **; 
23 U.S.P.Q.2D (BNA) 1481 

ATLANTIC THERMOPLASTICS CO., INC., JAMES B. SULLIVAN and RICHARD B. FOX, Plaintiffs- 
Appellants, v. FAYTEX CORPORATION, Defendant/Cross-Appellant. 

91-1076,-1095 

UNITED STATES COURT OF APPEALS FOR THE FEDERAL CIRCUIT 
970 F.2d 834; 1992 U.S. App. LEXIS 15888; 23 U.S.P.Q.2D (BNA) 1481 



July 13, 1992, Decided 

PRIOR HISTORY: [**1] Appealed from: U.S. District Court for the District of 
Massachusetts. Judge Harrington 

DISPOSITION: VACATE D - 1 N - PART, AFFIRMED-IN-PART, and REMANDED 

CASE SUMMARY 

PROCEDURAL POSTURE: Plaintiff appealed order of United States District Court for 
District of Massachusetts, holding defendant not liable for patent infringement in 
distributing patented product manufactured by different process. Defendant appealed, 
finding that plaintiff's patent not invalidated by 35 U.S.C.S. 5102 (b) (1988). 

OVERVIEW: Plaintiff owned patent containing both process and product-by-process 

claims for a shock absorbing shoe innersole made from an elastomeric material and 
polyurethane foam. Defendant distributed half-sole innersoles, or heel cups, with 
elastomeric heel inserts manufactured by two different manufacturers using two different 
processes. Plaintiff sued defendant for infringing the patented process. The district court 
held process infringed by product of one of the manufacturers only. Patent was not 
invalid under on-sale bar of 35 U.S.C.S. S 102 (b) (1988). Plaintiff awarded lost profits. 
This appeal followed. This court vacated and remanded judgment on validity of patent for 
proper on-sale analysis. Infringement judgment affirmed; process of one manufacturer 
infringed patent, as it contained all the claim limitations. Second manufacturer used 
different process to achieve an albeit indistinguishable product, thus, no infringement of 
product-by-process claim. Damage award vacated. Error in calculating lost profits, 
market share approach should have been utilized. 

OUTCOME: The court affirmed infringement rulings; one manufacturer's process 
included all claim limitations, thus, infringing the patent; second manufacturer utilized 
different process to create his product, so no infringement of product-by-process 
claim; vacated ruling on validity of patent, and remanded for proper on-sale analysis; 
damage award vacated for recalculation of lost profits. 

CORE TERMS: patent, product-by-process, infringement, insert, innersole, invention, mold, 
elastomeric, heel, patentability, polyurethane, artificial, liquid, alizarine, infringe, 
specification, on-sale, new process, infringed, foam, oil, solid, plate, tack, dam, tackiness, 
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infringer, retailer, general rule, surface 

LexisNexis(TM) HEADNOTES - Core C ncepts - ♦ Hide Concepts 
B Patent Law > Statutory Bars > On Sale 

HNX ±A defendant in a patent infringement case bears the burden of showing invalidity 
under the on-sale bar defined by 35 U.S.C.S. 5 102 (b) (1988), by clear and 
convincing evidence. 

Hi Patent Law > Statutory Bars > On Sale 

H/V2 ±A single sale or offer to sell suffices to bar patentability. 

Hi Civil Procedure > Appeals > Standards of Review > Clearly Erroneous Review 

Hi Civil Procedure > Appeals > Standards of Review > De Novo Review 

II Patent Law > Statutory Bars > On Sale 

B) Patent Law > Jurisdiction & Review > Standards of Review 

HW3 ±Appellate review of an on-sale bar under 35 U.S.C.S. 5 102 (b) (1988), proceeds as 
a question of law. Thus, the appeals court reviews the trial court's conclusion de 
novo, with factual findings underlying that conclusion subject to review for clear 
error. 

B) Patent Law > Statutory Bars > On Sale 

HN4 ±To invoke the on-sale bar under 35 U.S.C.S, 6 102 (b) (1988), a defendant must 
prove that the complete claimed invention is embodied in or obvious in view of the 
thing sold or offered for sale before the critical date. The on-sale bar invalidates a 
patent for an invention offered for sale, even though not ready for satisfactory 
commercial marketing. 

II Patent Law > Statutory Bars > On Sale 

HN5 ±lf a patent owner seeks to avoid the on-sale bar under 35 U.S.C.S. § 102 (b) 
(1988), on the basis that a sale or offer was experimental, a trial court must 
determine whether the patent owner sought the sale primarily for profit rather than 
as part of a testing program. To determine whether profit motivated a transaction, 
a court must examine the claimed features, the offeror's objective intent, and the 
totality of the circumstances. 

B Patent Law > Statutory Bars > On Sale 

HN6 ±Mere offers to sell trigger the on-sale bar rule under 35 U.S.C.S. 5 102 (b) (1988). 

III Civil Procedure > Trials > Bench Trials 

H/V7 ±After a bench trial, a trial court must put forth the findings of fact relied upon to 
justify its actions. Fed. R. Civ. P. 52(a). 

Hi Patent Law > Infringement > Claim Interpretation 

HN8 ± Patent claims are interpreted in light of the claim language, the specification, and 
the prosecution history proceeding from the vantage point of one skilled in the art. 

Hi Patent Law > Specification & Claims > Claim Language 

wyv9 i Every patent for a product or composition of matter must identify it so that it can 
be recognized aside from the description of the process for making it, or else 
nothing can be held to infringe the patent which is not made by that process. 

B) Patent Law > Novelty & Anticipation 
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Hi Patent Law > Specification & Claims > Claim Language 
j (( H/Vi0 i A P atent applicant cannot obtain exclusive rights to a product in the prior art by 
' |j ad ding a process lim itation to the product claim. A new process, although eligible 

— Jor a process patent, cannot capture exclusive rights to a produrt- alrpaHy in thp 

prior art. 

Hi Patent Law > Specification & Claims > Claim Language 

HN11 ±The infringement inquiry for product claims with process limitations focuses on 

whether the accused product is made by the claimed process or its eguivalent. In 
reviewing fojja£ MQ|qnP ent: ' t * ie courts follow the ru le that the process limits a 
prodlliaWy^pr ocess cr 

fi) Patent Law > Specification & Claims > Claim Language 

w/VJ2 ±Although a product has definite characteristics by which it may be identified apart 
from the process, still, if in a claim for the product it is not so described, but is set 
forth in the terms of the process, nothing can be held to infringe the claim which 
is not made by the process. 

Hi Patent Law > Specification & Claims > Claim Language 

HN13 ±fK claim to a product by a specific process is not infringed by the same product 
made by a different process. Product-by-process claims are usually deemed 
infringed only by a product made by the same process. 

Ill Patent Law > Patentable Subject Matter > Processes 

P Patent Law > Novelty & Anticipation 

Bl Patent Law > Utility Requirement > Proof of Utility 

B Patent Law > Nonobviousness > Tests & Proof of Obviousness 

Bl Patent Law > Specification & Claims > Claim Language 

HN14 ±An applicant can obtain a process patent for a new, useful, and nonobvious 

process, but cannot claim rights to a product already in the prior art by merely 
adding a process limitation. 

Bl Patent Law > Specification & Claims > Claim Language 

H/vl5 ±Even though product-by-process claims are limited by and defined by the 
process, determination of patentability is based on the product itself. 

Bl Patent Law > U.S. Patent & Trademark Office Prosecution Procedures > Examination of 
Applications 

HN *e± Courts permit the United States Patent and Trademark Office to give claims their 
broadest reasonable meaning when determining patentability. 

Bl Patent Law > Infringement > Claim Interpretation 

HN17 ±The courts must consult the specification, prosecution history, prior art, and other 
claims to determine the proper construction of the claim language. 

Bl Patent Law > Infringement > Claim Interpretation 

hni8£ Patent infringement requires the presence of every claim limitation or its 

equivalent. An accused infringer can avoid infringement by showing that the 
accused device lacks even a single claim limitation. 

Bl Patent Law > Infringement > Claim Interpretation 

HN19 ± Patent infringement analysis compares the accused product with the patent 
claims, not an embodiment of the claims. 
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m Patent Law > Specification & Claims > Claim Languag e 

HN20£ Process terms in product-by-pr cess claims serve as limitations in determining 
infringement. 



COUNSEL: Jack R. Pirozzolo, Willcox, Pirozzolo & McCarthy, of Boston, Massachusetts, 
argued for plaintiffs-appellants. With him on the brief was Richard L. Binder. 

Anthony M. Lorusso, Lorusso & Loud, of Boston, Massachusetts, argued for defendant/cross- 
appellant. With him on the brief was Thomas M. Sanders. Of counsel were John F. Bomster, 
Alder, Pollock & Sheehan, Inc., of Providence, Rhode Island and George A. Loud, of Arlington, 
Virginia. 

JUDGES: Before ARCHER, MICHEL, and RADER, Circuit Judges. 
OPINIONBY: RADER 

OPINION: [*835] RADER, Circuit Judge. 

Atlantic Thermoplastics owns U.S. Patent No. 4,674,204 ( '204 patent) entitled "Shock 
Absorbing Innersole and Method of Preparing Same." Atlantic sued Faytex Corporation nl for 
infringing the '204 patented process with innersoles manufactured by two separate 
processes. After a bench trial, the United States District Court for the District of 
Massachusetts held that Faytex infringed the '204 patent by selling innersoles manufactured 
by Surge, Inc. The court held, however, that Faytex did not infringe the '204 patent by 
selling innersoles manufactured [**2] by Sorbothane, Inc. Atlantic Thermoplastics Co. v. 
Faytex Corp., No. 88-0210-H (D. Mass. July 27, 1990). The trial court also determined that 
the '204 patent is not invalid under the on-sale bar of 35 U.S.C. 6 102 (b) (1988). 

Footnotes 



nl Faytex makes numerous requests for sanctions under Fed. Cir. R. 38 and under 35 U.S.C. 
§ 285 (1988). Section 285 does not permit sanctions except in exceptional cases. Faytex is 
the accused infringer and thus, cannot accuse Atlantic of willful infringement. Faytex does not 
allege that Atlantic brought or conducted its suit in bad faith. In any event, this court does 
not consider Atlantic's appeal frivolous. Faytex's sanction requests lack merit. Unfounded 
requests for sanctions are themselves frivolous and sanctionable. 

End Footnotes- - 

This court affirms the district court's infringement determination. Because unable to 
determine whether the district court applied the correct legal standards under section 102(b), 
this court vacates the district court's judgment as to validity and remands for findings 
[**3] on the on-sale issue. Because the trial court improperly determined damages, this 
court also remands for recalculation of lost profits, if liability is again established. 

BACKGROUND 

The '204 patent contains both process claims and product-by-pr cess claims for a shock 
absorbing shoe innersole. The innersole is formed in a mold having a contoured heel and arch 
section. Two different materials combine to make the innersole: an elastomeric material in 
the heel section, and a polyurethane foam. The elastomeric heel insert enhances shock 
absorption. The polyurethane foam forms around the heel insert and supplies the rest of the 
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innersole. 

Claim 1 of the '204 patent defines the process: 

In a method of manufacturing a shock-absorbing, molded innersole for insertion in footwear, 
which method comprises: 

(a) introducing an expandable, polyurethane into a mold; and 

(b) recovering from the mold an innersole which comprises a contoured heel and arch section 
composed of a substantially open-celled polyurethane foam material, the improvement which 
comprises: 

(i) placing an elastomeric insert material into the mold, the insert material having greater 
shock-absorbing properties and [**4] being less resilient than the molded, open-celled 
polyurethane foam material, and the insert material having sufficient surface tack to remain 
in the placed position in the mold on the introduction of the expandable polyurethane 
material so as to permit the expandable polyurethane material to expand about the insert 
material without displacement of the insert material; and 

[*836] (ii) recovering a molded innersole with the insert material having a tacky surface 
forming a part of the exposed bottom surface of the recovered innersole. 

Faytex distributes half-sole innersoles, or heel cups, with an elastomeric heel insert. Two 
different manufacturers — Surge Products and Sorbothane — make Faytex's innersoles. The 
Surge process for making innersoles differs from the Sorbothane process. Surge first 
manually places a solid elastomeric insert into the heel section of the innersole mold. Surge 
then injects polyurethane around the solid heel insert to form the innersole. Sorbothane, on 
the other hand, first injects a liquid elastomeric precursor into the mold, which solidifies to 
form the heel insert. While the heel insert is solidifying, Sorbothane injects polyurethane into 
the same mold to [**5] form the rest of the innersole. 

The parties agree that the Surge process infringes the '204 patent. The district court 
concluded that the Sorbothane process did not infringe the ! 204 patent. The district court 
read the claims to require placement of a solid elastomeric insert into the mold. This reading 
leaves injection of liquid elastomers outside the scope of the claims. Atlantic contests this 
construction. 

Because Faytex does not manufacture the innersoles, Atlantic cannot charge Faytex with 
infringement of the process claims. However, claim 24 of the '204 patent states: "The 
innersole produced by the method of claim 1." Atlantic argues that Faytex, by distributing 
products allegedly made by the claimed process, is liable as an infringer. Faytex cross- 
appeals from the award of lost profit damages for the sale of Surge and Sorbothane 
innersoles. Faytex also appeals the district court's determination that the '204 patent is not 
invalid under the on-sale bar of 35 U.S.C. 6 102 (b). 

DISCUSSION 

I. On Sale Bar 

Faytex asserts that the '204 patent is invalid because the claimed invention was on sale more 
than one year before the filing date of the application. H/vl ?Faytex bears [**6] the burden 
of showing invalidity under section 102(b) by clear and convincing evidence. See Buildex Inc. 
v. Kason Indus.. 849 F.2d 1461. 1462-63. 7 USPQ2d 1325. 1326-27 (Fed. Cir. 19881. To 
prevail, Faytex had to show that Atlantic sold or offered for sale the claimed innersole before 
October 9, 1984. HN2 fA single sale or offer to sell suffices to bar patentability. In re 
Caveney. 761 F.2d 671. 676. 226 USPO 1. 4 (Fed. Cir. 19851. This court must determine 
whether the district court erred in concluding that Faytex did not meet its burden. 

* 
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H/V3 ?Appeilate review of an on-sale bar proceeds as a question of law. U.S. Envtl. Prods, v. 
Westall, 911 F.2d 713, 715, 15 USPQ2d 1898, 1900 (Fed. Cir. 1990). Thus, this court 
reviews the trial court's conclusion de novo, with factual findings underlying that conclusion 
subject to review for clear error. Manville Sales v. Paramount Sys., 917 F.2d 544, 549 f 16 
USPQ2d 1587, 1591 fFed. Cir. 1990): Moleculon Research v. CBS. Inc., 793 F.2d 1261. 
1266. 229 USPO 805, 808 (Fed. Cir. 1986). cert. [**7] denied. 479 U.S. 1030 f!987). 

HN4 TTo invoke the on-sale bar, a defendant must prove that the complete claimed invention 
is embodied in or obvious in view of the thing sold or offered for sale before the critical date. 
UMC Elecs. Co. v. United States, 816 F.2d 647, 656, 2 USPQ2d 1465, 1471 (Fed. Cir. 1987), 
cert, denied, 484 U.S. 1025 98 L Ed. 2d 761, 108 S. Ct. 748 (1988). The on-sale bar 
invalidates a patent for an invention offered for sale, even though not ready for satisfactory 
commercial marketing. Barmag Barmer Maschinenfabrik AG v. Murata Mach.. 731 F.2d 831 f 
838, 221 USPO 561, 567 (Fed. Cir. 1984). H/V5 ?If a patent owner seeks to avoid the on-sale 
bar on the basis that a sale or offer was experimental, UMC, 816 F.2d at 657, a trial court 
must determine whether the patent owner sought the sale primarily for profit rather than as 
part of a testing program. To determine whether profit motivated a transaction, a court must 
examine the claimed features, In re Smith, 714 F.2d 1127, 1136, 218 USPO 976. 984 (Fed. 
Cir. 1983), [*837] the offerors objective intent, [**8] and the totality of the 
circumstances, U.S. Environmental Products, 911 F.2d at 716. 

Despite the many issues affecting any application of the on-sale bar rule, the district court's 
sole finding in this case consists of a conclusory statement: 

[Atlantic's] first offer to sell and a definite sale were made to Triangle Corporation after 
October 9, 1984 in January of 1985, as the invention was not commercially marketable 
before that time .... 

Atlantic Thermoplastics, slip op. at 26. The district court did not provide any findings of fact 
or analysis for its conclusion. Moreover, the district court's finding does not consider several 
offers to sell before October 1984. The district court apparently assumed, incorrectly, that 
mere HyV6 ?offers do not trigger the on-sale bar rule. In any event, in the absence of findings, 
this court cannot determine whether the trial court properly considered those offers of sale 
and therefore applied the correct legal standard. 

H/V7 ?After a bench trial, a trial court must put forth the findings of fact relied upon to justify 
its actions. Fed. R. Civ. P. 52(a). Without findings, this court has no basis to evaluate 
whether [**9] the district court's analysis uses the proper legal standard. Cf. Nutrition 21 
v. United States, 930 F.2d 867, 869, 18 USPQ2d 1347, 1349 (Fed. Cir. 1991) (preliminary 
injunction). Because the absence of findings goes to the heart of the issue, any error cannot 
be harmless error. Therefore, this court vacates the district court's judgment on validity and 
remands for a proper on-sale analysis. 

II. Infringement 

The district court determined that infringement turned on the proper interpretation of two 
claim limitations: "placing an elastomeric insert material into the mold" and "the insert 
material having sufficient surface tack to remain in the placed position on the introduction of 
the expandable polyurethane material." Atlantic Thermoplastics, slip op. at 14. According to 
the trial court, these limitations 

describe a method of manufacturing innersoles by which a solid or cellular preformed 
elastomeric insert material is manually placed or put in the heel portion of the mold and an 
open-celled expandable polyurethane foam material is then injected or poured into the mold 
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so as to expand about the solid preformed elastomeric insert material without [**10] 
displacement of the insert material. 

Id. at 15. The court further held that the claim requires that the solid insert material be held 
in position by the inherent "tack" of the material. The trial court specifically rejected any 
interpretation which allowed injection of the heel insert as a liquid into the mold. 

• 

HN8 TTW\s court interprets the '204 patent claims in light of the claim language, the 
specification, and the prosecution history. Hormone Research Found, v. Genentech, Inc., 904 
F.2d 1558, 1562, 15 USPQ2d 1039, 1042-43 (Fed. Cir. 1990). cert, dismissed, 111 S. Ct. 
1434 (1991). This interpretation proceeds from the vantage point of one skilled in the art. 
Smithkline Diagnostics v. Helena Labs., 859 F.2d 878 f 882. 8 USPQ2d 1468, 1471 (Fed. Cir. 
1988). 

The parties agree that the district court correctly determined that the Surge process includes 
each limitation of claim 1. Therefore, the Surge process infringes the '204 patent. 

The Sorbothane process is a "two-pour" process which first injects a liquid elastomer and 
then a liquid polyurethane into the mold. The Sorbothane mold includes a [**11] dam 
which outlines the heel placement of the insert. This dam captures and confines the liquid 
elastomer. The dam ensures that the elastomer solidifies in place to form the heel insert. 
Thus, upon injection of the liquid elastomeric material, the dam — not the tack of the 
elastomeric material — holds the insert in place during introduction of polyurethane foam. 

The district court found that the Sorbothane process did not literally infringe the '204 patent 
for two reasons. First, the injection of liquid elastomeric material did not fit within the 
"placing" limitation. As a liquid, the court determined that the insert [*838] lacked the 
elastomeric qualities specified in the claim. Second, the district court determined that the 
dam, rather than the tackiness, held the insert in place in the mold. Thus, according to the 
district court, the Sorbothane process did not satisfy the tackiness limitation of the claim. 

This court finds no clear error in the district court's findings that in situ molding of the liquid 
elastomeric insert material does not fit within the placing limitation. "Placing an elastomeric 
insert material into the mold" is a limitation in claim 1. The Sorbothane process [**12] 
introduces a liquid insert into a mold within the larger innersole mold. The specification 
repeatedly refers to the insert as a "solid or cellular material" not a liquid. Furthermore, upon 
introduction under the Sorbothane process, the liquid polyurethane lacks elastomeric 
properties. The district court's finding comports with the language used in the '204 claims. 
Substantial evidence from expert witnesses supports the district court's interpretation. 

This court also finds no clear error in the district court's finding that the Sorbothane process 
does not use tackiness to hold the elastomeric insert in place during injection of the 
polyurethane foam. 

The trial court specifically found that the "tackiness of the chemical composition has no effect 
on the 'Sorbothane' process, as an essential component of this process is the use of a teflon- 
coated mold, sprayed with mold release, designed to reduce any surface tack, thus 
facilitating release of the heel cup from the mold." Atlantic Thermoplastics, slip op. at 20. The 
record suggests no clear error in this finding. The teflon-coated mold and mold release of the 
Sorbothane process inhibit the tackiness of the solidified insert. [**13] Thus, tackiness 
does not hold the insert immobile during insertion and expansion of the polyurethane foam. 
Rather, as the district court found, the small dam in the heel section holds the elastomeric 
material in place during its liquid and solid states. The Sorbothane process thus does not 
meet the "surface tack" claim limitation. 

The district court also found no infringement under the doctrine of equivalents. The trial court 
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determined that the way the Sorbothane process performed its function was substantially 
different from that claimed in the '204 patent. The district court found that use of a dam to 
hold the insert in place is substantially different from use of tack to perform the same 
function. This court discerns no clear error in this finding. 

This court finds no basis to reverse the district court's non-infringement finding on the 
Sorbothane process. Therefore, this court affirms the district court's determination that 
Sorbothane innersoles do not infringe claim 24 of the '204 patent. 

III. Product-by-Process Claims 

In the alternative, Atlantic argues that Scripps Clinic & Research Foundation v. Genentech, 
Inc., 927 F.2d 1565, 18 USP02d 1001 (Fed. Cir. 1991) [**14] demands reversal of the 
non-infringement finding, even under the district court's present interpretation of the claims. 
In Scripps Clinic, this court stated: 

The correct reading of product-by-process claims is that they are not limited to product 
prepared by the process set forth in the claims. 

Id. at 1583. Atlantic states that the Sorbothane process results in innersoles which are 
indistinguishable from innersoles made by the Surge process and claimed in the '204 patent. 
Therefore, according to Atlantic, the Sorbothane innersoles - though made by a different 
non-infringing process — also infringe. In sum, Atlantic urges this court to ignore the process 
claim language in its product-by-process claim. 

A. Supreme Court and Regional Circuit History 

To construe and apply the product-by-process claim of the '204 patent, this court must 
examine the history of products claimed with process terms. n2 This inquiry [*839] begins 
with several century-old Supreme Court cases. 

Footnotes 



n2 This court in Scripps Clinic ruled without reference to the Supreme Court's previous cases 
involving product claims with process limitations. In the absence of responsive briefing of the 
issues by the Scripps Clinic parties, this court noted that it was reviewing an "undeveloped 
record," and devoted one paragraph to resolving the jurisdictional issue and one paragraph 
to the merits. Scripps Clinic & Research Found, v. Genentech, Inc., 927 F.2d 1565, 1583-84. 
18 USPQ2d 1001, 1015 (Fed. Cir. 1991). A decision that fails to consider Supreme court 
precedent does not control if the court determines that the prior panel would have reached a 
different conclusion if it had considered controlling precedent. See Tucker v. Phvfer, 819 F.2d 
1030, 1035 n.7 filth Cir. 1987). For the reasons set forth below, we necessarily so 
conclude. 

End Footnotes [**15] 

In Smith v. Goodyear Dental Vulcanite Co., 93 U.S. 486, 493, 23 L. Ed. 952 (1877), the 
Supreme Court construed a patent claiming a "plate of hard rubber, or vulcanite, or its 
equivalent, for holding artificial teeth, or teeth and gums, substantially as described." This 
claim was not drafted in contemporary pr duct-by-pr cess terms, but instead incorporated 
the specification. The specification, in turn, described a process for embedding teeth in soft 
vulcanite which later hardened to hold the artificial teeth firmly in place. n3 The Supreme 
Court stated that the product could not be separated from the process by which it was made: 
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The invention, then, is a product or manufacture bade in a defined manner. It is not a 
product alone separated from the process by which it is created. . . . The process detailed is 
thereby made as much a part of the invention as are the materials of which the product is 
composed. 

Smith, 93 U.S. at 493. The Supreme Court concluded that both the process and the product . 
of that process were patentable. Id. at 493, 494, 501. 

Footnotes 



n3 Incorporation of the specification into the claim is contrary to current claim practice. See, 
e.g., SRI Int'l v. Matsushita Elec, 775 F.2d 1107, 1121. 227 USPO 577, 585 (Fed.Cir. 19851 
(in banc). Under the old practice for claims with the phrase "substantially as described," the 
Supreme Court treated the specification as part of the claim. Thus, the specification added 
process limitations to the claimed product. Smith v. Goodyear Dental Vulcanite Co., 93 U.S. 
486, 494, 23 L Ed. 952 (1877) ("If, then, the claim be read, as it should be, in connection 
with the preceding part of the specification, and construed in the light of the explanation 
which that gives, the invention claimed and patented is [the dental plate produced by the 
vulcanization process]."). 

End Footnotes [**16] 

A few years later, the same patent was again before the Supreme Court — this time in an 
infringement context. Goodyear Dental Vulcanite Co. v. Davis, 102 U.S. 222, 26 L. Ed. 149 
(1880). A district court had held that a celluloid plate for artificial teeth with its differing 
process did not infringe the patent. The Supreme Court first quoted from its Smith opinion to 
clarify that the patent claimed both product and process. On that basis, the Supreme Court 
concluded: 

Hence, to constitute an infringement of the patent, both the material of which the dental 
plate is made, or its equivalent, and the process of constructing the plate, or a process 
equivalent thereto, must be employed. 

Id. at 224. After noting that "the [celluloid] process is wholly unlike that employed in making 
hard rubber or vulcanite plates," id. at 229, the Court affirmed the district court's 
noninfringement decree. The Court also reasoned that the product of that process, a celluloid 
plate, is not "substantially the same as one made of hard rubber." Id. 

Another Supreme Court case in this time frame illustrated the significance of claiming a 
product [**17] with process limitations. In Merrill v. Yeomans, 94 U.S. 568. 24 L Ed. 235 
(1877), the patentee of heavy hydrocarbon oils deodorized by an innovative process sued 
retailers. These retailers sold a product nearly identical to the patentee's oil, though 
deodorized by a different process. As the Supreme Court noted, if the patent claimed "a new 
oil," then the sellers of that product may be liable as infringers. Id. at 568. If, on the other 
hand, the patent claimed only the process, the retailers did not use that, or any other, 
process. Id. 

The Court again read the process language in Merrill's specification as a limitation on the 
claims. Id. at 571. Merrill [*840] argued, for good reason, against this interpretation: 

The counsel for appellant disclaim this latter construction, and allege that the patent covers 
the oil described, by whatever mode it may be produced. It is necessary to insist on this 
view, because it is made to appear in the case that the oils sold by defendants were 
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produced by a process very different from that described by appellant. 

Id. The Supreme Court noted that Merrill's counsel had to make that argument because 
[**18] defendants sold oil made by a different process. In discussing the process 
limitations, the Court said 

# 

by the well-settled rules of construing all instruments, some importance must be attached to . 
them; and, if they are to be regarded at all, they must either refer to the process of making 
the oils for which the applicant is claiming a patent, or they are intended to limit his claim for 
a patent for the product to that product only, when produced by treating the oils in the 
manner before described. 

Id. (emphasis added). The Court concluded that Merrill claimed only a process. n4 Therefore, 
the retailers were not proper parties. 

Footnotes - - 



n4 This case suggests, however, that product-by-process claims may serve to bring 
retailers within the scope of an infringement action. Indeed in the case at bar, Atlantic 
Thermoplastics has sued Faytex, a retailer, under the product-by-process claims of the 
'204 patent. 

End Footnotes 

In Cochrane v. Badische Anilin & Soda Fabrik. Ill U.S. 293, 28 L. Ed. 433 , 4 S. Ct. 455 
(1884) (BASF), the Supreme [**19] Court considered an infringement case. BASF involved 
alizarine, a dye. BASF obtained Reissue Patent No. 4,321 covering the product, artificial 
alizarine, as produced by a bromine reaction process. The claim stated: 

Artificial alizarine, produced from anthracine or its derivatives by either of the methods 
herein described, or by any other method which will produce a like result. 

Id. at 296. The Supreme Court noted, "No. 4,321 furnishes no test by which to identify the 
product it covers, except that such product is to be the result of the process it describes." Id. 
at 305. n5 

Footnotes 



n5 The court construed the seemingly broad language "by any other method which will 
produce a like result" as being limited to "any process substantially the same" as the two 
methods described in the specification (presumably the cause of the underlined phrase). 
Cochrane v. Badische Anilin & Soda Fabrik, 111 U.S. 293, 296, 305-06, 28 L. Ed. 433 . 4 S. 
Ct. 455 (18841 (emphasis added) (BASF). 

End Footnotes 

Cochrane, [**20] the accused infringer, sold artificial alizarine made by a sulfuric acid 
reaction process. BASF sued Cochrane for infringing the 4,321 patent. The district court 
determined that Cochrane's product made by a sulfuric process infringed the 4,321 patent. 
The circuit agreed. Before the Supreme Court, BASF contended that Cochrane infringed 
because it made artificial alizarine "from anthracine or its derivatives by some method." Id. 
at 309 (emphasis added). BASF argued that Cochrane made artificial alizarine; therefore, the 
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process did not matter. Id. at 310. The Supreme Court disagreed. n6 
Footnotes - 



n6 In reversing, the Supreme Court observed that Cochrane sold "alizarine . . . which was 
not made by the process described in No. 4,321 , or any process substantially the same." 
BASF, 111 U.S at 296; see also id. at 305-06. Cochrane's "bisulpho-acid process" produced 
artificial alizarine, but in a different form from the bromine process of the 4,321 patent. Id. at 
305. BASF continued to argue, however, that its patent embraced all forms of artificial 
alizarine. To this the Supreme Court responded that because artificial alizarine can take 
different forms, BASF's claim would be indefinite unless limited to the described process: 

Unless it is shown that the process of No. 4,321 was followed to produce the defendants' 
article, or unless it is shown that that article could not be produced by any other process, the 
defendants' article cannot be identified as the product of the process of No. 4,321 . ... If the 
words of the claim are to be construed to cover all artificial alizarine, whatever its 
ingredients, ... we then have a patent for a product or composition of matter, which gives 
no information as to how it is to be identified. 

Id. at 310. 

End Footnotes - - [**21] 

Instead, the Supreme Court enunciated a rule for products claimed with process limitations: 

H/v9 ?Every patent for a product or composition of matter must identify it so that it [*841] 
can be recognized aside from the description of the process for making it, or else nothing can 
be held to infringe the patent which is not made by that process. 

Id. at 310. Based on this standard, the Supreme Court held the claim of the 4,321 patent not 
infringed because the defendants had used a different process. 

After stating this rule for claim construction, the Supreme Court offered an alternative "view 
of the case." BASF, 111 U.S. at 311. BASF's artificial alizarine was an "old article." Id. In the 
words of the Supreme Court, "While a new process for producing it was patentable, the 
product itself could not be patented, even though it was a product made artificially for the 
first time." Id.; see also The Wood-Paper Patent, 90 U.S. 566, 596, 23 L. Ed. 31 (1874). In 
other words, H/V10 ¥a patent applicant could not obtain exclusive rights to a product in the 
prior art by adding a process limitation to the product claim. A new process, although eligible 
for a process [**22] patent, could not capture exclusive rights to a product already in the 
prior art. Therefore, BASF could have claimed a new process for making artificial alizarine, 
but it had no rights to claim the product. n7 



-Footnotes- 



n7 The United States Court of Claims followed BASF's rule in Tri-Wall Containers v. United 
States, 187 Ct. CI. 326, 408 F.2d 748, 161 USPO 116 (Ct. CI.), cert, denied, 396 U.S. 828. 
24 L Ed. 2d 79 . 90 S. Ct. 78 (1969): 

The addition of a method step in a product claim, which product is not patentably 
distinguishable from the prior art, cannot impart patentability to the old product. 
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Id. at 750-51. In adopting the opinion of one of its trial commissioners, the Court of Claims 
ensured that an applicant who seeks rights only to a new process may not validly claim an 
old product. The applicant could only claim rights to a new process. 

End Footnotes 

Thus, in BASF, the Supreme Court addressed both infringement and validity (in terms of 
patentability) of product claims containing process [**23] limitations. In judging 
infringement, the Court treated the process terms as limitations on the patentee's exclusive 
rights. In assessing validity in terms of patentability, the Court forbade an applicant from 
claiming an old product by merely adding a new process. The infringement rule focused on 
the process as a limitation; the other rule focused on the product with less regard for the 
process limits. A decision from the Patent Office, for instance, cited BASF twice — once for an 
infringement rule and once for a patentability rule. Ex parte Fesenmeier, 1922 CD. 18, 302 
Off. Gaz, Pat. Office 199 (1922). 

In Plummer v. Sargent 120 U.S. 442, 30 L. Ed. 737 , 7 S. Ct. 640 (1887), the Supreme 
Court reviewed two patents. One claimed an improved process for bronzing or coloring iron; 
another claimed the product of that process. Id. at 443. After reviewing the prior art and 
descriptions of both patents, the Court stated: 

It may be assumed that the new article of manufacture called Tucker bronze is a product 
which results from the use of the process described in the patent, and not one which may be 
produced in any other way. So that, whatever likeness [**24] may appear between the 
product of the process described in the patent and the article made by the defendants, their 
identity is not established unless it is shown that they are made by the same process. 

Id. at 448. After finding it "difficult, if not impossible" to discern differences between the 
accused product and the product claimed with process limitations, the Court concluded that 
"the two processes differ." Id. at 449. Accordingly, the Court affirmed the circuit court's 
noninfringement ruling. Id. at 450. 

In General Electric v. Wabash Appliance, 304 U.S. 364, 82 L. Ed. 1402 , 58 S. Ct. 899 
(1938) f the Supreme Court considered a product claim for a filament in incandescent lamps. 
Under R.S. 4888 (the forerunner of the current 35 U.S.C. S 112 (1988)), the Supreme Court 
determined that the claim did not adequately describe the invention. General Elec. P 304 U.S. 
at 368. In reviewing the claim, the Court considered whether the process described in the 
specification made the claim [*842] more definite. In that context, the Court stated: 

Although in some instances a claim may validly describe a new product with some [**25] 
reference to the method of production, a patentee who does not distinguish his product from 
what is old except by reference, express or constructive, to the process by which he 
produced it, cannot secure a monopoly on the product by whatever means produced. 

General Elec, 304 U.S. at 373 (footnote omitted). At that point, the Court quoted from 
BASF: "nothing can be held to infringe the patent which is not made by that process." Id. at 
373-74. 

Thus, the Supreme Court stated in a line of cases H/VII Tthat the infringement inquiry for 
product claims with process limitations focuses on whether the accused product was made by 
the claimed process or its equivalent. In reviewing for infringement, the regional circuits 
followed the rule that the process limits a product-by-pr cess claim. For instance, in Hide- 
Ite Leather v. Fiber Products, 226 F. 34 (1st Cir. 19151. the United States Court of Appeals 
for the First Circuit affirmed the trial court's noninfringement holding because the accused 
product was not made by the claimed process or its equivalent. The First Circuit stated: 
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It is also a well-recognized rule that, H/VI2 Valthough [**26] a product has definite 
characteristics by which it may be identified apart from the process, still, if in a claim for the 
product it is not so described, but is set forth in the terms of the process, nothing can be held 
to infringe the claim which is not made by the process. 

Id. at 36; see also Paeco, Inc. v. Applied Moldings, 562 F.2d 870, 876, 194 USPQ 353. 358 
f3d Cir. 1977): United States Gypsum Co. v. Consolidated Expanded Metal Cos., 130 F.2d 
888, 893, 55 USPQ 247, 252 (6th Cir.), cert, denied, 317 U.S. 698, 87 L Ed. 558 , 63 S. Ct. 
441 (1943): Buono v. Yankee Maid Dress Corp., 77 F.2d 274, 279, 26 USPQ 57. 61 (2d Cir. 
1935): Downes v. Teter-Heany Dev. Co., 150 F. 122, 124 (3d Cir.), cert, denied, 205 U.S. 
543 , 51 L. Ed. 2d 922, 27 S. Ct. 790 (1907). 

In Parke, Davis & Co. v. American Cvanamid Co., 207 F.2d 571, 572. 99 USPQ 237, 238 (6th 
Cir, 1953). the patentee's product claim included a process limitation: "said acid being the 
acid derived by autolysis of mammalian liver tissue." The Sixth Circuit determined that a 
synthetic folic [**27] acid process did not infringe the claimed extraction process. Id. 
Likewise, the Seventh Circuit in National Carbon Co. v. Western Shade Cloth Co., 93 F.2d 94, 
97 (7th Cir. 1937), cert, denied, 304 U.S. 570, 82 L. Ed. 1535 , 58 S. Ct. 1039 (1938). 
stated: "It has been said that a claim for a product produced by any process which will 
produce a like result covers the product only when made by equivalent processes." Indeed 
sister circuits that examined the standard for infringement of product-by-process claims 
uniformly followed the Supreme Court's lead. 

Commentators have generally read this line of cases to mean that, in infringement 
proceedings, the process in a product-by-process claim serves as a limitation. In his 
treatise, Donald Chisum states: 

A "product-by-process" claim is one in which the product is defined at least in part in 
terms of the method or process by which it is made. Most decisions hold that such a claim is 
infringed only by a product made through a substantially identical process .... 

2 D. Chisum, Patents § 8.05 (1991) (footnotes omitted). n8 Lipscomb's Walker on Patents 
states: 

«/vi3y A C | ajm t0 a proc j uct by a specific process is not infringed [**28] by the same 
product made by a different process. 

3 E. Lipscomb III, Lipscomb's Walker on Patents § 11:19 (3d ed. 1985). Another legal text 
states: 

Product-by-process claims are usually deemed infringed only by a product made by the 
same process. 

[*843] 1 Iver P. Cooper, Biotechnology and the Law § 5B.05[2] (1991). Finally, one 
treatise concludes: 

There is considerable case authority supporting the position [that product-by-process 

claims cover only products made by the process specified in the claim] including a nineteenth 
century Supreme Court decision. 

[This precedent represents] a hundred years of prior law ... . 

2 Martin J. Adelman et al., Patent Law Perspectives § 2.6[10] (2d ed. 1991). These 
commentators discerned a rule treating process terms as limitations on pr duct-by-process 
claims in infringement actions. 
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Footnotes 



n8 Cases referred to by Chisum as supporting a contrary position involved patentability and 
not infringement. 

End Footnotes 

B. PTO and Court of Customs and Patent Appeals (CCPA) 

The CCPA consistently [**29] stated the general rule that an applicant must claim an 
article of manufacture by its structural characteristics, not by reference to its manufacturing 
process. For instance, the court stated: 

This court has repeatedly held that a claim for an article capable of such definition must 
define the article by its structure and not by the process of making it. 

In re Johnson, 55 C.C.P.A. 1463. 394 F.2d 591. 594. 157 USPO 620. 623 (CCPA 1968): In re 
Lifton, 189 F.2d 261. 89 USPO 641 (CCPA 1951); In re McKee. 95 F.2d 264. 266. 37 USPO 
209. 210 (CCPA 1938). Thus, the Patent and Trademark Office's Manual of Patent Examining 
Procedure (MPEP) still refers to product-by-process claims as "peculiar" in comparison to 
products "claimed in the conventional fashion." MPEP 706.03(e) (5th ed. 1983, rev. 1989). 
Recognizing this rule, the CCPA contrasted product-by-process claims with "true product 
claims." In re Hughes. 496 F.2d 1216. 1219. 182 USPO 106. 108 (CCPA 1974). 

As early as 1891, the Patent Office — though recognizing the general rule — acknowledged 
the need for an exception: 
[**30] 

It requires no argument to establish the proposition that as a rule a claim for an article of 
manufacture should not be defined by the process of producing that article. . . . When the 
case arises that an article of manufacture is a new thing, a useful thing, and embodies 
invention, and that article cannot be properly defined and discriminated from the prior art 
otherwise than by reference to the process of producing it, a case is presented which 
constitutes a proper exception to the rule. 

In re Painter, 57 Off. Gaz. Pat. Office 999 (1891) (emphasis in original). 

For years, the PTO, with the approval of the CCPA, limited this exception to those instances 
where the applicant could describe an invention in no way other than in terms of its 
manufacturing process. See, e.g., In re Bridaeford. 53 C.C.P.A. 1182. 357 F.2d 679, 149 
USPO 55 (CCPA 1966); In re Moeller. 117 F.2d 565. 567. 48 USPO 542 (CCPA 1941); 
Fesenmeier. 302 Off. Gaz. Pat. Office 199. The CCPA also recognized further reasons for the 
product- by- process exception: 

The right to a patent on an invention is not to be denied because of the limitations of the 
English [**31] language .... The limitations of known technology concerning the subject 
matter sought to be patented should not arbitrarily defeat the right to a patent on an 
invention. 

Bridaeford. 357 F.2d at 682. Thus, where applicants could not adequately describe their 
inventions in terms of structural characteristics, whether due to language lagging behind 
innovations or existing technology lagging behind in the ability to determine those 
characteristics, the court permitted pr duct-by-pr cess claiming. n9 

- Footnotes 
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n9 During this "rule of necessity" era, applicants had to justify product-by-pr cess claims 
with a showing that they could not otherwise claim their invention. See, e.g., Ex parte Tiffin, 
167 USPQ 359, 360 (Bd. App. 1969). For this reason, applicants and the courts drew lines 
distinguishing product claims which included incidentally a process limitation from products 
claimed solely or primarily in process terms. See, e.g., In re Moore, 58 C.C.P.A. 1042, 439 
F.2d 1232, 1236, 169 USPQ 236, 239 (CCPA 1971) (The structural claim included the process 
words "highly fluorinated." The court expressly found that these were not product-by- 
process claims.). In Moore, the product claims contained sufficient structural characteristics 
to define the invention even though it also contained a reference to how the product was 
made. Id.; In re Steppan, 55 C.C.P.A. 791. 394 F.2d 1013, 156 USPQ 143 (CCPA 1967) (The 
claim referred to a "condensation product." The court found no product-by-process claim.); 
In re Luck, 476 F.2d 650, 177 USPQ 523 (CCPA 1973). Product-by-process claims, on the 
other hand, define the invention solely or primarily in terms of process. See, e.g., In re 
Hughes, 496 F.2d 1216, 182 USPQ 106 (CCPA 19741. 

End Footnotes [**32] 

[*844] Circuit Judge Learned Hand explained that this exception protected inventors' 
exclusive rights to their inventions to the degree that they were able to define their 
innovation: 

It might be possible to patent a product merely as the product of a machine or process .... 
While it would in that case not be infringed by anything but the product of the machine or of 
the process, it might be an important protection .... 

Buono, 77 F.2d at 279. In particular, Judge Learned Hand foresaw important product-by- 
process protections against infringement "if the machine or the process was used in another 
country and the product imported." Id. As noted, however, this claim format remained an 
exception to the general rule. 

As product-by-process claiming became more common, the CCPA moved toward accepting 
product-by-process claims without a showing of necessity. In 1969, the court reversed a 
Board of Appeal's decision holding a product-by-process claim improper because the 
applicant could claim the invention without relying on the process. In re Pilkington, 56 
C.C.P.A. 1237, 411 F.2d 1345, 162 USPQ 145 (CCPA 1969). The court instead determined 
[**33] that the applicant had adequately described the invention in accordance with the 
requirements of section 112. Id. Thus, the court shifted the emphasis away from the 
necessity for product-by-process claiming and toward determining whether the claim 
adequately defines the invention. Bridqeford, 357 F.2d at 682-83. 

In Hughes, the CCPA permitted product-by-process claims even though the applicant could 
describe the invention in structural terms. Hughes, 496 F.2d at 1219. The court regarded 
"true product claims" as broader in scope than product-by-process claims — a distinction 
which acknowledges the process as limiting the scope of the claim. Therefore, an applicant 
could claim a product in product-by-process terms as a hedge against the possibility that 
those broader product claims might be invalidated. Id. The court, however, continued to 
regard product-by-process claims as an exception to the general rule. Id. at 1218. 

The overall effect of these cases made the product-by-pr cess exception more available to 
applicants. The CCPA began to handle an increasing number of cases [**34] where 
applicants sought exclusive rights to an old or obvious product claimed by reference to a new 
process for its manufacture. See, e.g., In re Avery, 518 F.2d 1228, 186 USPQ 161 fCCPA 
1975); In re Fessmann. 489 F.2d 742, 180 USPQ 324 (CCPA 1974): In re Brown. 59 C.C.P.A. 
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1036. 459 F.2d 531, 173 USPO 685 fCCPA 1972). The court uniformly followed the Supreme 
Court's rule. H/vl4 ?An applicant could obtain a process patent for a new, useful, and 
nonobvious process, but could not claim rights to a product already in the prior art by merely 
adding a process limitation. 

As the PTO confronted more pr duct-by-pr cess claims, it encountered a daunting 
administrative task. In weighing patent-ability, the PTO lacked facilities to replicate processes . 
and compare the resultant product with prior art. The CCPA recognized this difficulty: 

As a practical matter, the Patent Office is not equipped to manufacture products by the 
myriad of processes put before it and then obtain prior art products and make physical 
comparisons therewith. 

Brown, 459 F.2d at 535. nlO The PTO's administrative [**35] difficulty presented another 
reason that the CCPA continued to regard product-by-process claims as exceptions to the 
general rule. Hughes, 496 F.2d at 1218. 

Footnotes- 



nlO Infringement litigation, however, did not confront this administrative difficulty. In 
focusing on a single patent, a trial court could adduce evidence showing precisely the product 
resulting from the claimed process. Then a comparison with prior art products facilitated a 
judgment of validity in light of sections 102 and 103. 

End Footnotes- - - 

In assessing patentability, moreover, the PTO necessarily concentrated on discerning 
[*845] what product or products might result from the processes in the claim. To prevent 
an applicant from obtaining exclusive rights to an old product by merely claiming a new 
process, the PTO needed a practical administrative tool. This stress on the product was 
appropriate because "the invention so defined is a product and not a process." Bridgeford, 
357 F.2d at 682 (emphasis in original). [**36] This point of emphasis, however, did not 
deny that the process language in the claim was a defining limit of the product claim. Rather, 
the process limitation defined a product, not a process. Indeed, the court in Bridgeford called 
the process a claim limitation. See also Brown, 459 F.2d at 535; Hughes, 496 F.2d at 1218. 

The CCPA, even in reviewing only for patentability, treated the claimed process as a 
limitation. In Hughes, for instance, the court clarified that the process defines and limits the 
scope of the claim. Hughes, 496 F.2d at 1218-19 (product claim was of a broader scope than 
product-by-process claims). In fact, if the process limitations of a product-by-process 
claim did not adequately define the invention, an applicant would fail to satisfy section 112. 
See id.; Brown, 459 F.2d at 535. In other words, the process is a defining limit. 

The CCPA also explicitly acknowledged that the process operates as a limitation in 
infringement actions. In Bridgeford, the court stated: 

The policy of the Patent Office in permitting product-by-process [**37] type claims . . . 
has developed with full cognizance of the fact that in infringement suits some courts have 
construed such claims as covering only a product made by the particular process .... 

357 F.2d at 682 n.5 (emphasis in original); see also In re Hirao, 535 F.2d 67, 69 n,3. 190 
USPO 15, 17 n.3 fCCPA 19761. In Moeller, the court stated: 

We think the rule is well established that where one has produced an article in which 
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invention rests over prior art articles, and where it is not possible to define the characteristics 
which make it inventive except by referring to the process by which the article is made, he is 
permitted to so claim his article, but is limited in his protection to articles produced by his 
method referred to in the claims. 

117 F.2d at 568. 

In sum, the PTO and the CCPA acknowledged product-by-process claims as an exception to 
the general rule requiring claims to define products in terms of structural characteristics. This 
exception, however, permitted an applicant to claim a product in process terms, not to 
acquire exclusive rights to a product already in [**38] the prior art. Though using only 
process terms, a product-by-process applicant sought rights to a product, not a process. 
Therefore, the applicant had to show that no prior art product anticipated or rendered 
obvious the product defined in process terms. 

The PTO and the CCPA did not reason that the process was not a defining limit of the 
product. To the contrary, the process was the only way to define and limit — in sum, to claim 
— the product. Hughes, 496 F.2d at 1218. Thus, in both patentability actions before the CCPA 
and infringement actions before the Supreme Court or the regional circuits, the courts 
regarded the process language in product-by-process claims as limiting the claim. Indeed 
by definition in most cases, the product could not be claimed in any other terms. 

This court, in its initial consideration of a product-by-process claim for patentability, 
acknowledged that process claim limitations define the product: 

Product-by-process claims are not specifically discussed in the patent statute. The practice 
and governing law have developed in response to the need to enable an applicant to claim an 
otherwise patentable product that resists [**39] definition by other than the process by 
which it is made. For this reason, H/vl5 Veven though product-by-process claims are limited 
by and defined by the process, determination of patentability is based on the product itself. 

In re Thorpe, 777 F.2d 695. 697. 227 USPQ 964, 966 (Fed. Cir. 1985). 

[*846] The entire history of product-by-process claims suggests a ready explanation for 
the apparent difference of view about treatment of those claims during ex parte 
administrative proceedings and during litigation. This court already distinguishes treatment of 
claims for patentability before the PTO from treatment of claims for validity before the courts. 
In re Zletz. 893 F.2d 319, 321. 13 USPQ2d 1320. 1322 (Fed. Cir. 1989). HN16 ^Th\s court 
permits the PTO to give claims their broadest reasonable meaning when determining 
patentability. Id.; see also J. P. Stevens & Co. v. Lex Tex Ltd., 747 F.2d 1553, 1566. 223 
USPQ 1089, 1098 (Fed. Cir. 1984) r cert, denied, 474 U.S. 822, 88 L. Ed. 2d 60 , 106 S. Ct. 
73 (1985). During litigation determining validity or infringement, however, this approach is 
inapplicable. Zletz, 893 F.2d at 321: [**40] DeGeorqe v. Bernier, 768 F.2d 1318, 1322 
n.2, 226 USPQ 758. 761 n.2 (Fed. Cir. 1985^. H/VJ7 ?Rather the courts must consult the 
specification, prosecution history, prior art, and other claims to determine the proper 
construction of the claim language. See, e.g., Tandon Corp. v. United States Int'l Trade 
Comm'n, 831 F.2d 1017, 1021, 4 USPQ2d 1283. 1286, 5 Fed. Cir. (T) 129 ( 1987^. Thus, 
accommodating the demands of the administrative process and recognizing the capabilities of 
the trial courts, this court treats claims differently for patent-ability as opposed to validity 
and infringement. The PTO's treatment of pr duct-by-process claims as a product claim for 
patentability is consistent with policies giving claims their broadest reasonable interpretation. 
The same rule, however, does not apply in validity and infringement litigation. In any event, 
claims mean the same for infringement and validity. See, e.g., Senmed, Inc. v. Richard-Allan 
Medical Indus., 888 F.2d 815, 818 n.7, 12 USPQ2d 1508. 1511 n.7 fFed. Cir. 1989): 
Kimberly-Clark Corp. v. Johnson & Johnson, 745 F.2d 1437, 223 USPQ 603 (Fed. Cir. 1984). 
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[**41] 

Moreover, accepting Atlantic's invitation to ignore the process limitations in the '204 patent's 
pr duct-by-pr cess claims would require this court to disregard several other mainstay 
patent doctrines. For instance, Atlantic in effect invites this court to discount the significance 
of excluding claim limitations from infringement analysis. See, e.g., Continental Paper Bag 
Co. v. Eastern Paper Bag Co., 210 U.S. 405, 419, 52 L. Ed. 1122 , 28 S. Ct. 748 (1908) 
("The claims measure the invention."). This court has repeatedly stated that HN18 
^infringement requires the presence of every claim limitation or its equivalent. See Pennwalt 
Corp. v. Durand-Wayland, Inc., 833 F.2d 931, 935, 4 USPQ2d 1737, 1739-40 (Fed. Cir. 
1987) (in banc), cert, denied, 485 U.S. 961. 99 L Ed. 2d 426 , 108 S. Ct. 1226 , cert, 
denied, 485 U.S. 1009, 99 L. Ed. 2d 703 , 108 S. Ct. 1474 (1988): Perkin-Elmer Corp. v. 
Westinqhouse Elec, 822 F.2d 1528, 1533, 3 USPQ2d 1321, 1325 (Fed. Cir. 1987V. Lemelson 
v. United States, 752 F.2d 1538, 1551, 224 USPO 526, 533 (Fed. Cir. 1985). An accused 
infringer can avoid infringement by showing that the accused device lacks even a [**42] 
single claim limitation. See, e.g., Corning Glass Works v. Sumitomo Elec. U.S.A.. 868 F.2d 
1251, 1259, 9 USPQ2d 1962, 1968 (Fed. Cir. 1989). Thus, ignoring the claim limits of a 
product-by-process claim would clash directly with basic patent principles enunciated by 
the Supreme Court and this court. 

In addition, Atlantic's invitation to disregard the claim limitations also would require this 
court to determine infringement by comparing an accused product with an embodiment of 
the claims, not the claims themselves. This court has repeatedly emphasized that HN19 
^infringement analysis compares the accused product with the patent claims, not an 
embodiment of the claims. See, e.g., Datascope Corp. v. SMEC, Inc., 879 F.2d 820, 824 f 11 
USPQ2d 1321, 1323 (Fed. Cir. 1989): SRI Int'l, 775 F.2d at 1121; Intervet Am. v. Kee-Vet 
Labs., 887 F.2d 1050. 1055. 12 USPQ2d 1474. 1478 (Fed. Cir. 1989). Thus, Atlantic's 
invitation would require this court to directly ignore basic patent principles. 

In light of Supreme Court caselaw and the history of product-by-process claims, this 
[**43] court acknowledges that infringement analysis proceeds with reference to the 
patent claims. Thus, Hyv20 ¥process terms in product-by-process [*847] claims serve as 
limitations in determining infringement. 

In so holding, this court acknowledges that it has in effect recognized another reason to 
regard product-by-process claims as exceptional. This court recognizes that product-by- 
process claims will receive different treatment for administrative patentability 
determinations than for judicial infringement determinations. This difference originated with 
the Supreme Courts BASF rules - a difference this court endorsed as recently as 1985. See 
Thorpe. 777 F.2d at 697. 

This court, therefore, rejects Atlantic's invitation to ignore the process limitations in its 
product-by-process claims. This court's infringement rules do not require reversal of the 
district court's non-infringement finding regarding the Sorbothane process. Neither does this 
court disturb the PTO's present practice for assessing patentability of product-by-process 
claims. 

IV. Lost Profits 

The district court determined that Faytex's sale of Surge innersoles did not constitute willful 
infringement [**44] of the patent. The court thus declined to award enhanced damages. 
The court assessed damages at $ 68,000 based on a lost profits valuation. 

The district court erred in calculating lost profits. While a market share approach may be 
appropriate here, the district court did not properly apply this approach. It merely assumed 
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that Faytex was the only other supplier of innersoles and that Atlantic would have made all of 
Faytex's sales. However, the district court also held, and this court agrees, that Sorbothane 
innersoles did not infringe. Faytex also sold non-infringing Sorbothane innersoles. Atlantic is 
not entitled to lost profits on Faytex's sales of Sorbothane innersoles. Moreover the record 
contains no evidence that Atlantic would have made both Surge and Sorbothane sales. 

Thus, this case does not involve a two-supplier market which would justify the assumption 
that the patent owner would have made all the infringer's sales. See State Indus, v. Mor-Flo 
Indus.. 883 F.2d 1573, 1578, 12 USPQ2d 1026, 1029 (Fed. Cir. 1989). cert, denied, 493 U.S. 
1022 (1990). The district court, on remand, will recalculate appropriate damages using 
[♦♦45] a permissible market share approach, assuming market share analysis is 
appropriate, if the patent is determined to be valid. 

COSTS 

As a sanction for casting unsupported and unsupportable allegations that Atlantic filed a 
frivolous appeal, this court charges costs to Faytex. 

VACATE D - 1 N - PART, AFFIRM ED-IN-PART, and REMANDED 
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777 F.2d 695, *; 1985 U.S. App. LEXIS 15329, **; 
227 U.S.P.Q. (BNA) 964 

IN RE DONALD H. THORPE, ET AL. 

No. 85-1913 

UNITED STATES COURT OF APPEALS FOR THE FEDERAL CIRCUIT 
777 F.2d 695; 1985 U.S. App. LEXIS 15329; 227 U.S.P.Q. (BNA) 964 



November 21, 1985 

PRIOR HISTORY: [**1] 

Appealed from: United States Patent and Trademark Office Board of Appeals. 
DISPOSITION: Affirmed. 

CASE SUMMARY 

PROCEDURAL POSTURE: Appellant challenged a ruling of the United States Patent and 
Trademark Office Board of Appeals that upheld the patent examiner's rejection of 
appellant's product-by-process claims. 

OVERVIEW: Appellant sought a patent for his invention relating to color developers in 
carbonless copy paper systems. The board of appeals affirmed the patent examiner's 
rejection of the product-by-process claims under 35 U.S.C.S. 55 102 and 103. In 
affirming, the court noted that, although product-by-process claims were limited and 
defined by the process, determination of patentability was based on the product itself. 
Where the product in a product-by-process was the same as or was obvious from a 
product of the prior art, the claim was unpatentable even though the prior product was 
made by a different process. The court determined from reviewing the record that the 
patent examiner had established a prima facie case of unpatentability and that the 
burden had shifted to appellant to prove that the prior art products did not necessarily or 
inherently possess the characteristics of his claimed product, which appellant failed to 
do. 

OUTCOME: The decision of the Patent and Trademark Office Board of Appeals was 
affirmed, where appellant failed to prove that the prior art products did not possess the 
characteristics of his product after the patent examiner had adduced a prima facie case 
of unpatentability. 

CORE TERMS: product-by-process, zinc, novolac, metal, resin, examiner, oxide, acid, 
patentability, patentable, dibenzoate, invention, ammonia, phenolic resin, patent, metal- 
modified, disclosure, developer, reactants, inventor, benzoate, color, sheet, prima facie case, 
compositions, similarity, correctly, functional equivalent, case law, color-developer 
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IB Patent Law > Patentable Subject Matter > Processes 

H/vl ±Product-by-pr cess claims are not specifically discussed in the patent statute. 
The practice and governing law have developed in response to the need to enable 
an applicant to claim an otherwise patentable product that resists definition by 
other than the process by which it is made. For this reason, even though product- 
by-process claims are limited by and defined by the process, determination of 
patentability is based on the product itself. 

B Patent Law > Patentable Subject Matter > Processes 

w/V2 ±The patentability of a product does not depend on its method of production. If the 
product in a product-by-process claim is the same as or obvious from a product 
of the prior art, the claim is unpatentable even though the prior product was made 
by a different process. 

S Patent Law > U.S. Patent & Trademark Office Prosecution Procedures 
HN3 ±The burden of presenting a prima facie case of unpatentability resides with the 
Patent and Trademark Office. 

Ill Patent Law > U.S. Patent & Trademark Office Prosecution Procedures 
HN4 ±\Nhere the Patent and Trademark Office correctly adduces a prima facie case of 

unpatentability, the burden shifts to the patent applicant to prove that the prior art 
products do not necessarily or inherently possess the characteristics of his claimed 
product. 

Ill Governments > Courts > Judicial Precedents 

HN5 ±lt is inappropriate for a court to abandon long-standing precedent, were it in the 
court's power and inclination to do so, on the eve of congressional consideration. 



COUNSEL: James F. Tao, of Niagara Falls, New York, argued for Appellants. With him on the 
brief was William G. Gosz. 

Richard E. Schafer, Associate Solicitor, United States Patent and Trademark Office, of 
Arlington, Virginia, argued for Appellee. With him on the brief were Joseph F. Nakamura, 
Solicitor and Fred E. McKelvey, Deputy Solicitor. 

JUDGES: Davis, Circuit Judge, Nichols, Senior Circuit Judge, and Newman, Circuit Judge. 
OPINIONBY: NEWMAN 

OPINION: [*696] PAULINE NEWMAN, Circuit Judge. 

We affirm the judgment of the United States Patent and Trademark Office Board of Appeals 
(the Board), which upheld the examiner's rejection of product-by-process claims 44, 45, 
46, and 47 of U.S. Patent Application Serial No. 132,739 of Donald H. Thorpe et al. 
(Thorpe), filed March 24, 1980 for "Improved Process for Metal-Modified Phenolic Novolac 
Resin". 

Background 

The invention relates generally to color developers in carbonless copy paper systems. Such 
systems include a top sheet having microcapsules of a color-former coated on its back, and a 
copy sheet coated with a color-developer [**2] on its face. The color-former microcapsules 
rupture upon pressure of a writing instrument and release chromogenic material that reacts 
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with the color-developer on the copy sheet. 

It is known to use, as color developer, a novolac (sometimes spelled "novolak") phenol- 
aldehyde resin having an incorporated metal salt. Such materials had been produced prior to 
Thorpe's improvement, by heating the novolac resin with an organic metal salt such as zinc 
dibenzoate or zinc dipropionate in the presence of a weak base such as ammonia. In face of , 
the prior art's teachings against the use of metal oxides with novolac resins, Thorpe 
discovered a process for making a metal-modified novolac color developer by reacting a 
novolac resin, a metal oxide or its functional equivalent, an ammonia base, and a mono- 
carboxylic acid. Claim 1 is the broadest claim: 



1. In the process of preparing a metal-modified novolac phenolic resin wherein 
the metal is selected from the group consisting of copper, aluminum, zinc, 
chromium, indium, tin, cadmium, cobalt and nickel, by reaction of a compound of 
said metal, an ammonia base and a novolac phenolic resin at an elevated 
temperature sufficient to maintain [**3] the reaction mixture in molten 
condition, the improvement comprising charging as reactants an oxide of the 
metal or the functional equivalent of said oxide, a mono-carboxylic acid selected 
from the group consisting of C[l-12] alkanoic acids and aromatic carboxylic acids 
of the benzene or naphthalene series, an ammonia base and the novolac phenolic 
resin. 



The claimed process differs from the prior art in Thorpe's use of the metal oxide and 
carboxylic acid as discrete reactants, replacing the more expensive preformed metal 
carboxylate. These process claims were allowed. The claims which are the subject of this 
appeal are four product-by-process claims, of which claim 44 is typical: 



44. The product of the process of Claim 1. 



The Board affirmed the examiner's rejection of the product-by-process claims under 35 
U.S.C. S5 102 (b), 102(e), and 103, in view inter alia of the reference to Mueller showing zinc 
dibenzoate in the same novolac resin compositions, and the Kikuga or Stolfo references 
which show novolac-ammonia base compositions modified with zinc carboxylates; which the 
Board described as the same product prepared by a [**4] different process. 

The Board observed that the case law requires that the product itself meet all the 
requirements for patentability. The PTO's [*697] position is that Thorpe's assertion of 
patentability of his product under §§ 102 and 103 is unsupported by evidence, and that the 
burden of coming forward with evidence was on Thorpe in view of the "admission" in his 
specification that his product has properties "about equal" to those of the prior art, and a 
page of Thorpe's notebook (filed under Rule 131) wherein he identified the process as 
forming "zinc benzoate in situ", the reagent shown in the prior art. 

Thorpe contends that it was unexpected that the product, even if it were the same as that of 
the prior art, resulted from the process of his invention. Th rpe also argues that the PTO 
bears the burden of demonstrating that the products are the same, and that the PTO can not 
meet this burden by relying on Th rpe's own disclosures. Thorpe also argues that if the 
process is patentable, as has already been held, then product-by-pr cess claims should 
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also, without more, be patentable. 
Analysis 

HNif [**s] p r duct-by-process claims are not specifically discussed in the patent 
statute. The practice and governing law have developed in response to the need to enable an , 
applicant to claim an otherwise patentable product that resists definition by other than the 
process by which it is made. For this reason, even though product-by-process claims are 
limited by and defined by the process, determination of patentability is based on the product 
itself. In re Brown. 59 C.C.P.A. 1036, 459 F.2d 531, 535, 173 U.S.P.Q. (BNA) 685, 688 
(CCPA 19721; In re Pilkington. 56 C.C.P.A. 1237, 411 F.2d 1345, 1348, 162 U.S.P.Q. (BNA) 
145, 147 (CCPA 1969); Buono v. Yankee Maid Dress Corp.. 77 F.2d 274, 279, 26 U.S.P.Q. 
(BNA) 57, 61 (2d Cir. 1935). 

HN2 ¥The patentability of a product does not depend on its method of production. In re 
Pilkington. 56 C.C.P.A. 1237, 411 F.2d 1345, 1348, 162 U.S.P.Q. (BNA) 145, 147 (CCPA 
1969). If the product in a product-by-process claim is the same as or obvious from a 
product of the prior art, the claim is unpatentable [**6] even though the prior product was 
made by a different process. In re Marosi. 710 F.2d 799, 803, 218 U.S.P.Q. (BNA) 289, 292- 
93 (Fed. Cir. 1983); Johnson & Johnson v. W.L Gore. 436 F. Supp. 704, 726, 195 U.S.P.Q. 
(BNA^ 487, 506 (D.Del. 1977): see also In re Fessmann. 489 F.2d 742, 180 U.S.P.Q. (BNA) 
324 (CCPA 1974). 

Thorpe does not assert that the product of his process is different from the product of the 
prior art. Rather, Thorpe argues that the PTO has the burden of showing that the product of 
his process is the same as the product of the prior art. H/v3 ?The burden of presenting a 
prima facie case of unpatentability resides with the PTO, as discussed in In re Piasecki f 745 
F.2d 1468, 1472, 223 U.S.P.Q. (BNA) 785, 788 (Fed. Cir. 1984). 

The examiner asserted that Thorpe's product made using zinc oxide and benzoic acid is 
prima facie the same as the prior art product made using zinc dibenzoate. The PTO referred 
to Thorpe's documents of record as showing that Thorpe also believed that zinc dibenzoate 
is formed, [**7] and took Thorpe's statement that his resin's properties are "about equal" 
to the known resin as an acknowledgment of similarity. Thorpe invokes the principle that an 
applicant's own disclosures cannot be used to support a rejection of the claims, "absent some 
admission that matter disclosed in the specification is in the prior art". In re Wertheim, 541 
F.2d 257, 269, 191 U.S.P.Q. (BNA) 90, 102 (CCPA 1976), and cases cited therein. However, 
Thorpe's purported "admissions" are of a different sort than those dealt with in Wertheim. 

Thorpe's description of the chemistry of his process as producing the same product as the 
process of the prior art is a statement of chemical fact, part of the description of Thorpe's 
invention. It was not Thorpe's disclosure of "zinc benzoate in situ" that was used by the PTO 
as prior art; it was the Mueller reference that taught the use of zinc benzoate. The examiner 
compared the product of the prior art, and the product of Thorpe's process as described by 
Thorpe, in accord with standard examination practice, noting the similarity [*698] of 
reactants, reaction conditions, and properties. 

Thorpe argues that even if the performance [**8] of a compound is comparable to that of 
the prior art, this fact does not necessarily imply that the structures are identical. We agree. 
We also agree that on the entirety of the record the w/V4 ?PT0 had correctly adduced a prima 
facie case, and that the burden had shifted to Thorpe, "to prove that the prior art products 
do not necessarily or inherently possess the characteristics of his claimed product." In re 
Fitzgerald. 619 F.2d 67, 70, 205 U.S.P.Q. (BNA) 594, 596 (CCPA 1980): In re Best. 562 F.2d 
1252, 1255. 195 U.S.P.Q. (BNA) 430, 433-34 (CCPA 1977). This Th rpe did not do. We 
conclude that the Board correctly affirmed the examiner's rejection of claims 44 through 47. 
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Policy Issues 

Th rpe acknowledges the controlling precedent of this court and the Court of Customs and 
Patent Appeals, as discussed supra, and invites us to overrule this precedent. Thorpe argues 
that as a matter of public policy a patent applicant should be entitled to product-by- 
process claims whether or not the same product was previously produced by some other 
process. [**9] He argues that no harm is done thereby, no patent rights are extended, and 
that the case law is unduly restrictive. 

Thorpe reminds us of the principle that an inventor is entitled to claim an invention in the 
inventor's choice of terms, and argues that this entitles him to claim the product as produced 
by his admittedly patentable process. Thorpe states that a product-by-process claim is 
only infringed when the process of the claim is used, and that the grant of product-by- 
process claims merely enables a fairer scope of enforcement to an inventor's statutory right 
to exclude. 

Thorpe has directed our attention to pending legislation, which he states would change the 
law we are here applying. It is the province of Congress to make changes in law based on 
public policy. We do not agree with Thorpe that we should act in anticipation of possible 
action by the legislature. To the contrary. H/V5 ?It is inappropriate for a court to abandon 
long-standing precedent, were it in our power and inclination to do so, on the eve of 
congressional consideration. Roche Products v. Bolar Pharmaceutical Co.. 733 F.2d 858, 865, 
221 U.S. P.O. (BNA) 937, 942 (Fed. Cir. 1984), [**10] cert, denied 469 U.S. 856, 105 S. 
Ct. 183, 83 L Ed. 2d 117 (1984). 

AFFIRMED 
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BECKSON MARINE, INC., CAROLE A. BECKERER, ELOISE BRADY, and JOAN A. JONES, 
Plaintiffs-Appellants, v. NFM, INC., Defendant-Cross Appellant. 

01-1301, 01-1316 

UNITED STATES COURT OF APPEALS FOR THE FEDERAL CIRCUIT 

292 F.3d 718; 2002 U.S. App. LEXIS 10282; 63 U.S.P.Q.2D (BNA) 1031 



May 30, 2002, Decided 

PRIOR HISTORY: [**1] Appealed from: United States District Court for the Western 
District of Washington. Judge Franklin D. Burgess. 

DISPOSITION: VACATED and REMANDED. 

CASE SUMMARY 

PROCEDURAL POSTURE: Appellant patent holders sued appellee manufacturer for 
infringement. The United States District Court for the Western District of Washington 
granted summary judgment for the manufacturer. The district court further found that 
the holders' patent was valid, and that the holders had not asserted a meritless claim. 
The holders appealed the court's ruling regarding infringement. The manufacturer 
appealed the ruling that the claim was not meritless. 

OVERVIEW: The holders claimed that the manufacturer infringed on the holders' patent 
for "portlights," which provided a window in the wall of a boat. The appellate court held 
that the district court improperly narrowed the scope of claim 1 by importing limitations 
from the specification and from dependent claims 5 and 6. The term "sloping drain 
groove" required only a sloping artificial channel to carry water. The ordinary meaning of 
the term "groove" alone had not necessarily limited the claim terms to long U-shaped 
channels. Further, the broad term "draining structures" suggested that the holders did 
not limit the claim term "groove" to a specific width or length. In fact, the written 
description had not required long and narrow grooves at any point. However, the 
appellate court could not have made a determination regarding infringement due to the 
need for the district court to perform additional claim construction on other limitations of 
the claim, and for a determination of infringement based on a complete claim 
construction. Finally, if the manufacturer's oval portlight had each and every limitation of 
the claimed invention, it would have anticipated the patent, making it invalid. 

OUTCOME: The judgment of the district court was reversed. The case was remanded for 
further claims construction. 

CORE TERMS: patent, portlight, drain, groove, invention, oval, obviousness, channel, 
invalid, sloping, infringement, sill, summary judgment, boat, specification, open-drain, 
spigot, water, anticipation, invalidity, flange, counterclaim, anticipate, mounting, vacates, 
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B Civil Procedure > Summary Judgment > Summary Judgment Standard 

II Patent Law > Jurisdiction & Review > Standards of Review 

HN1 ± Federal appellate courts reviews without deference a district court's grant of 

summary judgment and draws all reasonable factual inferences in favor of the non- 
movant. The appellate court decides for itself whether the pleadings, depositions, 
answers to interrogatories, and admissions on file, together with the affidavits, if 
any, show that there is no genuine issue as to any material fact and that the 
moving party is entitled to a judgment as a matter of law. Fed. R. Civ. P. 56(c). 

B Civil Procedure > Summary Judgment > Summary Judgment Standard 
B Patent Law > Jurisdiction & Review > Standards of Review 

HN2 ± Federal appellate courts reviews without deference questions of claim construction 
of patents. Infringement, however, is a question of fact, that a court is not to 
resolve on summary judgment unless no genuine factual issue remains. 

Bl Patent Law > Nonobviousness > Tests & Proof of Obviousness 

HN 3±ln a patent case, obviousness is a question of law, premised on underlying factual 
determinations. 

Bl Patent Law > Novelty & Anticipation 
HAW ±Anticipation in a patent suit is a question of fact. 

B Civil Procedure > Summary Judgment > Summary Judgment Standard 
HNS ±ln a patent case, a district court properly may grant summary judgment on 

obviousness or anticipation only when the underlying factual inquiries present no 

lingering genuine issues. 

B Patent Law > Infringement > Claim Interpretation 

w "G±In a patent case, claim language defines claim scope. As a general rule, claim 
language carries the ordinary meaning of the words in their normal usage in the 
field of invention. Nevertheless, the inventor may act as his own lexicographer and 
use the specification to supply implicitly or explicitly new meanings for terms. Thus, 
to help determine the proper construction of a patent claim, a court consults the 
written description, and, if in evidence, the prosecution history. 

B Patent Law > Infringement > Claim Interpretation 

HN7 ±ln a patent case, a court may not import limitations from the written description 
into the claims. Each claim in a patent is presumptively different in scope. 

B Patent Law > Infringement > Burdens of Proof 
B Patent Law > Infringement > Acts of Infringement 

HN8 ±ln a patent case, after claim construction, the infringement inquiry shifts to a 

comparison of the claim with the allegedly infringing device. To prove infringement, 
the patentee must show that the accused device contains each limitation of the 
asserted claim, or an equivalent of each limitation. This comparison is a question of 
fact. Because a federal appellate court cannot resolve such factual issues, a change 
in the claim construction at the appellate level generally necessitates a remand to 
the district court to resolve the new factual issues raised by the new claim 
construction, except, of course, in the rare instance that the record on appeal 
leaves no genuine issues of material fact and entitles the movant to judgment as a 
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matter of law. Fed. R. Civ. P. 56(c). 

11 Patent Law > Infringement > Doctrine of Equivalents 
B Patent Law > Infringement > Defenses > Invalidity 

HN9 ±ln a patent case, because of the presumption of validity, 35 U.S.C.S. S 282 r a 
defendant must show invalidity by facts supported by clear and convincing 
evidence. Invalidity often entails evidence that prior art renders the patent either 
anticipated or obvious. Anticipation under 35 U.S.C.S. S 102 means lack of novelty, 
and is a question of fact. To anticipate, every limitation of the claimed invention 
must be found in a single prior art reference. Moreover, when a claim covers 
several structures or compositions, either generically or as alternatives, the claim is 
deemed anticipated if any of the structures or compositions within the scope of the 
claim is known in the prior art. 

B Patent Law > Nonobviousness > Tests & Proof of Obviousness 
H " i0 ±In a patent case, an obviousness inquiry assesses the differences between the 
subject matter sought to be patented and the prior art to ascertain whether the 
subject matter as a whole would have been obvious at the time the invention was 
made to a person having ordinary skill in the art to which said subject matter 
pertains. 35 U.S.C.S. 5 103 (a). Obviousness is a legal conclusion based on 
underlying findings of fact. The underlying factual inquiries are: (1) the scope and 
content of the prior art; (2) the level of ordinary skill in the prior art; (3) the 
differences between the claimed invention and the prior art; and (4) objective 
evidence of non-obviousness. 

B Patent Law > Novelty & Anticipation 

HNlt ±In a patent case, any analogous or pertinent prior art plays a role in the 

determination of the patentability of the claims at the time of invention. In other 
words, a reference need not anticipate the invention to serve as prior art. Indeed 
the obviousness inquiry weighs the differences between the claimed invention and 
non-anticipating prior art references to determine whether one of skill in the art 
would have considered the invention obvious at the time of invention. 

M Patent Law > Novelty & Anticipation 

HI Patent Law > I nfringement > Acts of Infringement 

HN12 &ln a patent case, that which will literally infringe, if later, will anticipate, if earlier. 

Bl Patent Law > N onobviousness > Tests & Proof of Obviousness 
HN13 ±In a patent case, obviousness does not require the prior art to reach expressly 
each limitation exactly. Rather, obviousness may render a claimed invention 
invalid where the record contains a suggestion or motivation to modify the prior 
art teaching to obtain the claimed invention. The inquiry is not whether each 
element existed in the prior art, but whether the prior art made obvious the 
invention as a whole. 

II Patent Law > N onobviousness > Tests & Proof of Obviousness 

HN14 ±ln a patent case, to prevent the use of hindsight based on the invention to defeat 
patentability of an invention, the United States Court of Appeals for the Federal 
District requires the challenger to show a motivation to combine the references 
that create the case of obviousness. In other words, the challenger must show 
reasons that the skilled artisan, confronted with the same problems as the 
inventor and with no knowledge of the claimed invention, would select the 
elements from the cited prior art references for combination in the manner 
claimed. The court identifies three possible sources for a motivation to combine 
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references: the nature of the problem to be solved, the teachings of the prior art, 
and the knowledge of persons of ordinary skill in the art. This suggestion or 
motivation need not be expressly stated, but may be shown by reference to the 
prior art itself, to the nature of the problem solved by the claimed invention, or to 
the knowledge of one of ordinary skill in the art. 



COUNSEL: Allen D. Brufsky, Allen D. Brufsky, P.A., of Bokeelia, Florida, argued for plaintiffs- 
appellants. Of counsel was Rex B. Stratton, Stratton Ballew, of Seattle, Washington. 

David L. Garrison, Garrison & Associates PS, of Seattle, Washington, argued for defendant- 
cross appellant. 

JUDGES: Before NEWMAN, RADER, and SCHALL, Circuit Judges. 
OPINIONBY: RADER 
OPINION: [*720] 

RADER, Circuit Judge. 

On summary judgment, the United States District Court for the Western District of 
Washington determined that NFM, Inc. does not infringe Beckson Marine, Inc.'s United States 
Patent No. 4.363.350 ( !350 patent). Beckson Marine, Inc. v. NFM, Inc., No. C98-5531 FDB 
(W.D. Wash. Nov. 19, 1999). The district court also determined that the !350 patent was not 
invalid and that Beckson had not, therefore, violated the Lanham Act, Sherman Act, or the 
Washington State Consumer Protection Act by asserting an invalid patent. Beckson Marine, 
Inc. v. NFM, Inc., No. C98-5531 FDB (W.D. Wash. March 6, 2001). Because the record does 
not support the trial court's claim interpretation, [**2] this court vacates and remands. 

I. 

Frank Beckerer, Sr. invented the device claimed in the '350 patent. Mr. Beckerer filed the 
application for the '350 patent on November 3, 1980. The patent expired on November 3, 
2000. Beckson exclusively licensed the '350 patent from a family trust established by Mr. 
Beckerer. The '350 patent claims a portlight described by the specification as an 
improvement over United States Patent No. 4,095.640 ( 1640 patent). The inventor of the 
!640 patent is Frank Beckerer, Jr. - Mr. Beckerer's son and Beckson's president. Figs. 1 and 4 
of the '350 patent are a back-view (e.g., from the interior of a boat) and a side-view, 
respectively, of a preferred embodiment: [*721] 

[SEE FIGURES 1 AND 4 IN ORIGINAL] 

Portlights provide a window in the wall of a boat. The portlight disclosed by the '350 patent 
closes from the inside. The Fig. 4 side-view depicts the window as number 20 and the boat 
wall as number 14. A mounting flange 12 extends around the periphery of the portlight and 
connects to the boat wall. A spigot 18 with outer walls 86, 88 runs perpendicular to the 
mounting flange. The spigot extends through the boat wall, with the upper side of its lower 
portion [**3] providing a sill 90 for the portlight. The sill includes drains 98, and 102 (not 
shown) to prevent an accumulation of water that may enter the boat when the portlight is 
opened. This summary judgment motion focuses on the draining feature of the sill. Claim 1 of 
the '350 patent defines the subject matter of Figs. 1 and 4: 

1. In a self-draining, leak-resistant boat window, in combination: 
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(a) a frame body comprising a continuous mounting flange for engagement with 
an inner surface surrounding an opening in the wall of a boat, 

(b) said body including a spigot connected with said flange and defining the 
window opening and having a lower portion characterized by an upwardly-facing 
drain surface constituting a sill, said spigot being adapted to extend through said 
wall opening of the boat, 

(c) a window pane for closing off the window opening formed by the spigot, and 

(d) means hingedly connecting said window pane to said mounting flange, 

(e) said sill of the spigot having a portion which is downwardly offset with respect 
to remaining areas of the sill, said downwardly offset portion being [*722] 
provided with a sloping drain groove extending from a high location closely 
adjacent said [**4] mounting flange to a low location disposed remote from 
the mounting flange [sic] 

(f) said drain groove being open at the top for a substantial portion of its length, 
thereby defining an open channel which resists the tendency for residue to form 
therein and cause possible clogging. 



col. 7, II. 1-27 (emphases added). 

NFM is a Washington corporation that manufactures and sells metal portlights for boats and 
yachts. NFM's original product was an oval-shaped cast metal portlight with a covered drain 
beneath the sill. NFM began producing this portlight in August 1979. In 1995, NFM began 
producing a rectangular portlight with open drains. This rectangular portlight is the product 
accused of infringement. The accused spigot drains water from its sill with sloped 
depressions. When Beckson asserted its f 350 patent against its rectangular portlight, NFM 
modified its accused portlight by placing small rectangular metal bridges partially over the 
sloped drains. 

Beckson asserted the 350 patent against NFM in the United States District Court for the 
District of Florida. The Florida district court transferred the suit to the United States District 
Court for the Western District [**5] of Washington. Then NFM counterclaimed that the '350 
patent was either obvious or anticipated, and that Beckson violated the Lanham Act, 
Sherman Act, or Washington State Consumer Protection Act by asserting a patent that it 
knew or should have known to be invalid. After the district court construed the claims, NFM 
moved for summary judgment of non-infringement, which the district court granted. 

NFM also sought summary judgment on its counterclaims that Beckson sought to have 
dismissed. The district court denied NFM's motion and granted Beckson's motion. Because it 
found the '350 patent not invalid, the district court dismissed NFM's counterclaims as moot. 
Beckson appeals the grant of summary judgment of non-infringement while NMF appeals the 
validity of the '350 patent and the dismissal of its anticompetition counterclaims. This court 
has jurisdiction under 28 U.S.C. 6 1295 faVn (1994). 

II. 

Hyvj ?This court reviews without deference a district court's grant of summary judgment and 
draws all reasonable factual inferences in favor of the non-movant. Anderson v. Liberty 
Lobby, Inc., 477 U.S. 242, 255. 91 L. Ed. 2d 202. 106 S . Ct. 2505 fl986 ) ; Cortland Line Co. 
v. Orvis Co., 203 F.3d 1351. 1355-56. 53 USPQ2d 1734. 1736 (Fed. Cir. 2000V [**6] This 
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court decides for itself whether "the pleadings, depositions, answers to interrogatories, and 
admissions on file, together with the affidavits, if any, show that there is no genuine issue as 
to any material fact and that the moving party is entitled to a judgment as a matter of law." 
Fed. R. Civ. P. 56(c). HN2 TTh\s court also reviews without deference questions of claim 
construction. Cvbor Corp. v. FAS Techs.. Inc.. 138 F.3d 1448. 1454. 46 USPQ2d 1169. 1174 
(Fed. Cir. 1998) (en banc). Infringement, however, is a question of fact, Bai v. L&L Wings, 
Inc., 160 F.3d 1350. 135 3, 48 USPQ2d 1674, 1676 (Fed. Cir. 19981. that a court is not to 
resolve on summary judgment unless no genuine factual issue remains, Bell Atl. Network 
Servs., Inc. v. Covad Communs, Group. Inc., 262 F.3d 1258. 1265, 59 USPQ2d 1865. 1869 
(Fed. Cir. 2001). H/V3 ?Obviousness is a question of law, Graham v. John Deere Co.. 383 U.S. 
1. 17, 15 L Ed. 2d 545, 86 S. Ct. 684 (1966) , premised on underlying factual 
determinations, Dennison [*723] Mfg. v. Panduit Corp.. 475 U.S. 809. 810-11, 89 L. Ed. 
2d 817, 106 S. Ct. 1578 (1986). "^Anticipation is a [**7] question of fact. Atlas Powder 
Co. v. Ireco, Inc., 190 F.3d 1342. 1346 (Fed. Cir. 1999V Therefore, " w *? a district court 
properly may grant summary judgment on obviousness or anticipation only when the 
underlying factual inquiries present no lingering genuine issues. 

HW6 ?Claim language defines claim scope. SRI Int'l v. Matsushita Elec. Corp.. 775 F.2d 1107. 
1 121, 227 USPQ 577, 586 (Fed. Cir. 19851 (en banc). As a general rule, claim language 
carries the ordinary meaning of the words in their normal usage in the field of invention. Toro 
Co. v. White Consol. Indus.. 199 F.3d 1295. 1299. 53 USPQ2d 1065. 1067 (Fed. Cir. 19991. 
Nevertheless, the inventor may act as his own lexicographer and use the specification to 
supply implicitly or explicitly new meanings for terms. Markman v. Westview Instruments. 
I nc., 52 F.3d 967, 979-80. 34 USPQ2d 1321. 1330 (Fed. Cir. 19951 (en banc). Thus, to help 
determine the proper construction of a patent claim, a court consults the written description, 
and, if in evidence, the prosecution history. Id. 

In this case, the district court based its holding of non-infringement entirely on [**8] its 
construction of the term "sloping drain groove," the only claim term that it construed, nl The 
district court construed "sloping drain groove" to require "a highly specific U-shaped drain 
channel of constant diameter/width, as shown in the figures accompanying the '350 patent." 
In addition to the patent figures, the district court also relied heavily upon claims 5 and 6 
that depend from claim 1. Those claims provide, respectively, that "the bottom wall of the 
drain groove is curvilinear lengthwise, and is concave," and "the downwardly offset portion of 
the spigot is generally of U-shaped cross section, taken vertically." 

Footnotes 

nl NFM asserts that three other claim terms provide alternative bases upon which this court 
may affirm the judgment of the district court: "downwardly offset portion," "means hingedly 
connecting," and "drain surface constituting a sill." Because the district court has not yet 
construed these other terms, however, this court has as yet no claim construction to review 
on those terms. The district court will have the opportunity to construe those additional 
terms, if necessary, on remand. 

End Footnotes [**9] 

A full review of the patent shows that the district court improperly narrowed the scope of 
claim 1 by importing limitations from the specification and from dependent claims 5 and 6 
Laitram Corp. v. NEC Corp., 163 F.3d 1342. 1347. 49 USPQ2d 1199. 1203 (Fed. Cir. 19981 
(" HN7 ?a court may not import limitations from the written description into the claims"); 
Interm atic Inc. v. Lamson & Sessions Co.. 273 F.3d 1355. 1364. 61 USPQ2d 1075. 1081-87 
(Fed. Cir. 2001) ("each claim in a patent is presumptively different in scope"). As this court 
herein explains, the term "sloping drain groove" requires only a sloping artificial channel to 
carry water. Of course, other claim terms may impart other limitations. 
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NFM defends the district court's summary judgment based on the ordinary meaning of the 
claim terms and the specification's disclosure of a long and narrow drain groove. In support 
of its ordinary meaning contention, NFM cites to one common usage of the term "groove" - 
namely "[a] long narrow furrow or channel." The American Heritage Dictionary of the English 
Language (4th ed. 2000). NFM also dwells on the long narrow drain grooves shown in the 
patent [**10] figures. NFM's citation to a single common usage of "groove," however, does ' 
not account for other common meanings of the term. For example, a "groove" is also "[a] 
channel or [*724] hollow, cut by artificial means, in metal, wood, etc." The Oxford English 
Dictionary (2d ed. 1989). This definition does not require a narrow width or a specific length. 
"Channel," as well, may be "an artificial course for running water or any liquid" or "[a] hollow 
bed of running waters." Id. Thus, ordinary meaning alone does not necessarily limit the claim 
terms to long U-shaped channels. 

The specification figures show long, narrow drains. These figures, however, are only part of 
the specification. The long narrow grooves depicted as a preferred embodiment within the 
'350 patent are not the entirety of the patent's disclosure. The patent specification also 
describes broadly the grooves in relation to the water that they drain. Particularly, the 
specification provides that the "auxiliary draining structures are provided to effectively drain 
off water under virtually all conditions." col. 2, II. 25-27. The broad term "draining structures" 
suggests that the applicant did not limit the claim term "groove" [**11] to a specific width 
or length. In fact, the written description does not require long and narrow grooves at any 
point. 

Upon review of the entirety of evidence bearing on the meaning of "groove," this court 
determines that the ordinary meaning is not limited to long and narrow U-shaped entities, 
but encompasses as well other structures that drain water. Similarly, this court does not 
construe the figures depicting a single preferred embodiment as limiting the claim terms in 
light of other language in the written description embracing other draining structures. In 
sum, this court construes the term "sloping drain groove" as a sloping artificial channel for 
flowing water. 

WA,s ?After claim construction, the infringement inquiry shifts to a comparison of the claim 
with the allegedly infringing device. Kemco Sales, Inc. v. Control Papers Co.. 208 F.3d 1352. 
1359, 54 USPQ2d 1308. 1312 fFed. Cir. 20001 To prove infringement, the patentee must 
show that the accused device contains each limitation of the asserted claim, Mas-Hamilton 
Group v. LaGard, Inc., 156 F.3d 1206. 1211. 48 USPQ2d 1010, 1014 fFed. Cir. 19981 f or an 
equivalent of each limitation, Warner-Jenkinson Co. v. Hilton Davis Chem. Co., 520 US I7 f 
40, 137 L. Ed. 2d 146, 117 S. Ct. 1040 fl997V [**12] This comparison is a question of 
fact - Bai v. L&L Wings, Inc.. 160 F.3d 1350, 1353. 48 USP02d 1674. 1676 (Fed. Cir. 1998^. 
Because this court cannot resolve such factual issues, a change in the claim construction at 
the appellate level generally necessitates a remand to the district court to resolve the new 
factual issues raised by the new claim construction, except, of course, in the rare instance 
that the record on appeal leaves no genuine issues of material fact and entitles the movant 
to judgment as a matter of law. Fed. R. Civ. P. 56(c); Celotex Corp. v. Catrett. 477 u S 317 
322, 91 L. Ed. 2d 265. 106 S. Ct. 2548 Mqafi). ' 

The figure below is a front-view of NFM's accused portlight. The figure illustrates the accused 
portlight's drainage structure - two sloped depressions in the portlight sill. Each sloped 
depression channels water off of the sill. In other words, each sloped depression is an 
artificial channel for running water. Hence, the accused NFM open-sloped portlight includes a 
sloping drain groove as required by claim 1. [*725] 

[SEE FIGURE IN ORIGINAL] 

In granting summary judgment of non-infringement, the district court determined, based 
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[**13] on its erroneous claim construction, that the accused portlight does not include a 
sloping drain groove. Moreover, although NFM alleged infringement under the doctrine of 
equivalents, the district court performed no analysis to determine infringement under that 
doctrine. This court, therefore, vacates the district court's judgment of non-infringement and 
remands for additional claim construction on other limitations of the claim, and for a 
determination of infringement based on a complete claim construction. 

III. 

H/v9 ¥Because of the presumption of validity, 35 U.S.C. § 282 (1994), a defendant must show 
invalidity by facts supported by clear and convincing evidence. Dana Corp. v. Am. Axle & 
Mfg., 279 F.3d 1372, 1375, 61 USPQ2d 1609, 1610 (Fed. Cir. 2002). Invalidity often entails 
evidence that prior art renders the patent either anticipated or obvious. "Anticipation under 
35 U.S.C. 5 102 means lack of novelty, and is a question of fact. To anticipate, every . . . 
limitation of the claimed invention must be found in a single prior art reference." Brown v. 
3M, 265 F.3d 1349, 1351, 60 USPQ2d 1375, 1376 (Fed. Cir. 2Q0n [**14] (citations 
omitted). Moreover, "when a claim covers several structures or compositions, either 
generically or as alternatives, the claim is deemed anticipated if any of the structures or 
compositions within the scope of the claim is known in the prior art." Id. 

H/vl0 ?An obviousness inquiry assesses "the differences between the subject matter sought to 
be patented and the prior art" to ascertain whether "the subject matter as a whole would 
have been obvious at the time the invention was made to a person having ordinary skill in 
the art to which said subject matter pertains." 35 U.S.C. S 103 (a) (1994). Obviousness is a 
legal conclusion based on underlying findings of fact. In re Dembiczak, 175 F.3d 994 r 998, 50 
USPQ2d 1614 f 1616 (Fed. Cir. 1999). The underlying factual inquiries are: "(1) the scope and 
content of the prior art; (2) the level of ordinary skill in the prior art; (3) the differences 
between the claimed invention and the prior art; and [*726] (4) objective evidence of 
nonobviousness." Id. 

NFM asserts that several prior art references render the '350 patent invalid. Those references 
include the NFM oval portlight as well as portlights [**15] manufactured and sold by a 
French company now known as Goiot Innovation (Goiot). Goiot manufactured and sold a 
closed-drain portlight and an open-drain portlight that are relevant here. Beckson admits that 
the Goiot closed-drain portlight is prior art. However, the district court excluded both the 
NFM oval portlight and the Goiot open-drain portlight from the invalidity inquiry. This court 
examines those exclusion decisions. 

Beckson initially asserted the 350 patent against the NFM oval portlight. Based upon its 
claim construction, the district court found that the NFM oval portlight did not infringe the 
350 patent. During that inquiry, NFM produced evidence that its oval portlight predated the 
350 patent's critical date. NFM sought, therefore, to use the oval portlight against the 350 
patent as invalidating prior art. The district court held that because the oval portlight did not 
infringe the 350 patent, it also could not "serve as a basis for a judgment of invalidity." To 
the contrary, HNX1 ?any analogous or pertinent prior art plays a role in the determination of 
the patentability of the claims at the time of invention. In other words, a reference need not 
anticipate the invention [**16] to serve as prior art. Indeed the obviousness inquiry 
weighs the differences between the claimed invention and non-anticipating prior art 
references to determine whether one of skill in the art would have considered the invention 
obvious at the time of invention. Thus, the NFM oval portlight is prior art for assessing the 
validity of the 350 patent. 

At one point, Beckson asserted that the NFM oval portlight literally infringed the 350 claims. 
This assertion, however, does not serve as an admission that the 350 patent encompasses 
the prior art, thus rendering that patent invalid. Beckson's allegation of infringement before it 
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realized that the oval portlight was prior art was based on its subjective belief at the time 
regarding the scope of its claims. These litigation theories - to the extent not expressed in 
claim language, the patent specification, or the prosecution history - do not affect claim 
scope or bear on patent validity. Thus, Beckson's assertion of infringement, standing alone, 
does not admit the invalidity of the '350 patent. On the other hand, if the record shows that 
Beckson asserted infringement against the NFM oval portlight based on a claim construction 
identical [**17] to the correct judicial claim construction, then Beckson's assertion could 
serve as additional evidence of invalidity, or even anticipation. After all, " Hyvi2 ?that which 
[literally] infringe, if later, will anticipate, if earlier." See, e.g., Lewmar Marine, Inc. v. 
Barient, Inc., 827 F.2d 744, 747. 3 USPQ2d 1766, 1768 (Fed. Cir. 1987) . 

Thus, on remand, the trial court will have the opportunity to consider NFM's oval portlight 
prior art in light of a complete claim construction. If the NFM oval portlight has each and 
every limitation of the claimed invention, it will anticipate the 350 patent and render it 
invalid. If the oval portlight prior art does not anticipate, it may nonetheless serve as prior 
art for consideration in conjunction with other prior art in the obviousness inquiry. Depending 
on the ultimate claim construction, Beckson's assertion of infringement against NFM's oval 
portlight may serve as additional evidence during the patentability inquiry. 

With respect to the Goiot open-drain portlight, NFM relied upon the testimony and documents 
of Mr. Maxwell Hazelwood, [*727] a United States Goiot distributor since 1983. The district 
court found NFM's evidence [**18] insufficient to establish the Goiot open-drain portlight 
as prior art. For example, in his deposition testimony Mr. Hazelwood could not pinpoint when 
Goiot began offering the open-drain portlight or when he had first become aware of that 
portlight prior to 1983. Mr. Hazelwood also admitted that he could not determine with 
certainty that a 1974 Goiot catalog or a Goiot advertisement in the September 1977 issue of 
Yachting Magazine disclosed the open-drain portlight. Based on the record at this stage of 
the lawsuit, therefore, the district court did not err in determining that the Goiot open-drain 
portlight was not prior art to the '350 patent. 

In resolving the issue of anticipation, the district court examined only the Goiot open-drain 
portlight. The district court so limited itself because it read claim 1 to require a completely 
open drain channel. The claim is not so limited, as the sloping "drain groove [may be] open 
at the top for a substantial portion of its length." col. 7, II. 24-25. Therefore, the district court 
erred in limiting its consideration to that single reference. This court vacates the district 
court's judgment of no anticipation and remands for a determination [**19] of whether 
any prior art reference anticipates the '350 patent in view of that patent's correctly construed 
claims. If the trial court does not find anticipation, the same prior art will be relevant in the 
obviousness assessment. 

The district court held also that the '350 patent was not obvious. The district court only 
briefly addressed obviousness: 



The scope and content of the prior art is the crux of this case. The evidence 
presented does not establish whether completely open drain channels were part 
of the existing art when the patent was granted. n2 The patent has a 
presumption of validity which still stands. 



Beckson Marine, No. C98-5531 FDB, slip op. at 6 (W.D. Wash. March 6, 2001) (citations 
omitted and footnote added). As noted, the district court will have the opportunity to 
reassess obviousness in light of a complete claim construction. In addition to the meaning of 
"sloping drain groove" already explicated by this court with the assistance of the trial court's 
record, the claim language does not require a completely open drain channel but, rather, a 
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sloping "drain groove being open at the top for a substantial portion of its length." col. 7, II. 
24-25. As [**20] noted above, """^obviousness does not require the prior art to reach 
expressly each limitation exactly. Rather, obviousness may render a claimed invention invalid 
where the record contains a suggestion or motivation to modify the prior art teaching to 
obtain the claimed invention. B.F. Goodrich Co. v. Aircraft Braking Sys. Corp.. 72 F.3d 1577 r 
1582, 37 USPQ2d 1314, 1318 (Fed. Or. 1996V. Hartness Int'l, Inc. v. Simolimatic Ena'a Co. f . 
819 F.2d 1100, 1108, 2 USPQ2d 1826, 1832 (Fed. Cir. 1987) ("The inquiry is not whether 
each element existed in the prior art, but whether the prior art made obvious the invention 
as a whole . . . ."); In re Durden. 763 F.2d 1406, 1410, 226 USPO 359, 367 (Fed. Cir. 1985). 



Footnotes 

n2 This court notes that the proper critical date is the time one year prior to patent filing, not 
the time of the patent grant as indicated here by the district court. 

End Footnotes 

This court has explained the purpose of the motivation to combine requirement: 



HNi4fj 0 p reven t [**21] the use of hindsight based on the invention to defeat 
patentability of the invention, this court requires the [challenger] to show a 
motivation to combine the references that create the case of obviousness. In 
other words, [*728] the [challenger] must show reasons that the skilled 
artisan, confronted with the same problems as the inventor and with no 
knowledge of the claimed invention, would select the elements from the cited 
prior art references for combination in the manner claimed. 

This court has identified three possible sources for a motivation to combine 
references: the nature of the problem to be solved, the teachings of the prior art, 
and the knowledge of persons of ordinary skill in the art. 



In re Rouffet, 149 F.3d 1350, 1357 (Fed. Cir. 1998^. "This suggestion or motivation need not 
be expressly stated," B.F. Goodrich, 72 F.3d at 1582, but may be shown by reference to the 
prior art itself, to the nature of the problem solved by the claimed invention, or to the 
knowledge of one of ordinary skill in the art. With a complete claim construction, the district 
court will have the opportunity to reassess obviousness. 

In sum, this court [**22] vacates the district courts determination that the '350 patent is 
not invalid and remands for further proceedings. 

IV. 

In its counterclaim before the district court, NFM moved for summary judgment that Beckson 
violated the Lanham Act, Sherman Act, or Washington State Consumer Protection Act. NFM 
alleged that Beckson knew or should have known that the 350 patent was invalid when it 
asserted that patent. After granting summary judgment that the '350 patent was not invalid, 
the district court dismissed as moot NFM's anticompetition counterclaims. Because this court 
vacates and remands on invalidity, this court also remands NFM's anticompetition 
counterclaims. 

In its reply brief, Beckson challenges for the first time the decision of the district court not to 
declare the case exceptional under 35 U.S.C. S 285 (1994), and not to award costs to either 
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party. Beckson Marine, No. C98-5531 FDB (W.D. Wash. May 8, 2001). Because Beckson did 
not appeal these issues in its principal brief as required by this court's Rule 28(c), this court 
will not now consider them. On the record at this stage of the proceedings, this court affirms 
the trial court's ruling under [**23] 35 U.S.C. 6 285. 

CONCLUSION 

Because the district court improperly granted summary judgment that NFM did not infringe 
the '350 patent, that the '350 patent was not invalid, and that Beckson did not violate the 
Lanham Act, Sherman Act, or Washington State Consumer Protection Act, this court vacates 
and remands. 

COSTS 

Each party shall bear its own costs. 
VACATED and REMANDED 
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827 F.2d 744, *; 1987 U.S. App. LEXIS 496, **; 
3 U.S.P.Q.2D (BNA) 1766 

Lewmar Marine, Inc., Appellant, v. Barient, Inc. and Barlow Marine, Ltd., Appellees 

Nos. 86-1412, 86-1619 

UNITED STATES COURT OF APPEALS FOR THE FEDERAL CIRCUIT 

827 F.2d 744; 1987 U.S. App. LEXIS 496; 3 U.S.P.Q.2D (BNA) 1766 



August 25, 1987, Decided 

PRIOR HISTORY: [**1] 

Appealed from U.S. District Court for the District of Rhode Island, Judge Pettine. 

CASE SUMMARY 

PROCEDURAL POSTURE: Appellant challenged the judgment of the U.S. District Court 
for the District of Rhode Island, which held that patent claims were invalid as anticipated 
under 35 U.S.C.S. S 102. 

OVERVIEW: Appellant, a U.S. subsidiary of a British corporation which sold and serviced 
sailboat winches made by its British parent, owned two patents. Appellant sued 
appellees, a California corporation and its Australian parent company, for patent 
infringement. Appellee corporation claimed that a winch that it had made many years 
before, the "American Eagle" winch, anticipated each of the patent claims in issue. The 
district court held that the American Eagle winch anticipated the inventions of all three 
claims at issue, and the claims were invalid under 35 U.S.C.S. 5 102 (a). The court 
disagreed and held the test for anticipation was that which would be an infringement if 
later in time would anticipate if earlier than the invention. Under this test, the court 
found that the American Eagle winches did not anticipate the invention of the disputed 
patents. It therefore reversed the district court's conclusions on the anticipation issue. 
The court remanded the case to the district court for further proceedings. 

OUTCOME: The court reversed the district court's holding for erroneously concluding 
that certain patent claims were invalid for anticipation. The court remanded the case for 
further proceedings. 

CORE TERMS: winch, speed, drive, crank, rotation, reversal, drum, gear, patent, invention, 
drive shaft, handle, specification, train, shifting, anticipation, engagement, input, 
automatically, automatic, driving, anticipate, three-speed, clutch, mechanical advantage, 
grinder, successive, ratio, overrun, sail 
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""^Anticipation under 35 U.S.C.S. 5 102 requires the presence in a single prior art 
disclosure of each and every element of a claimed invention. 

II Patent Law > Novelty & Anticipation 

H/v2 ±The classic test of anticipation provides that which will infringe, if later, will 

anticipate, if earlier. Thus a claim fails to meet the novelty requirement if it covers 
or reads on a pro duct or process found in a single source in the prior art. 

Hi Patent Law > Novelty & Anticipation 

w/V3£ Under the current statute, 35 U.S.C.S. 5 102, "anticipation" does not carry the 
same meaning as before and the "classic test" of anticipation must be modified to 
provide: that which would literally infringe if later in time anticipates if earlier than 
the date of invention. 

III Patent Law > Novelty & Anticipation 

HN4 ±lt is as a restrictive term of art that the word "anticipation" is used in the court's 
opinion. All infringements of a device do not "anticipate" in this sense. Some may 
be infringements under the doctrine of equivalents which, if one wished to draw a 
parallel, is somewhat akin to obviousness. 

[Hi Patent Law > Specification & Claims 

HN s±ln determining validity, a claim must be construed to uphold its validity if possible. 

COUNSEL: Laurence S. Rogers, Fish & Neave, argued for Appellant. With him on the brief 
was Lars I. Kulleseid. 

Karl A. Limbach, Limbach, Limbach & Sutton, argued for Appellee. 
JUDGES: Nies, Bissell and Archer, Circuit Judges. 
OPINIONBY: NIES 

OPINION: [*745] NIES, Circuit Judge 

Lewmar Marine, Inc. appeals the July 14, 1986, judgment of the United States District 
Court for the District of Rhode Island, No. 83-0554 P (May 19, 1986), holding claims 1 and 2 
of its United States Patent No. 3,927,580 and claim 11 of its United States Patent No. Re. 
30,881 invalid as anticipated under 35 U.S.C. 5 102 (1982). We reverse the judgment of 
invalidity. The judgment that Barient, Inc. and Barlow Marine, Ltd. infringed the claims, if 
valid, was not appealed and, thus, stands. Other defenses apparently remain to be tried. 

I 

Lewmar, a U.S. subsidiary of a British corporation, sells and services sailboat winches made 
by its British parent. It also owns two patents directed to sailboat winches. These winches 
generally used on large sailboats to ease the burden of manipulating [**2] sails, and are of 
particular [*746] importance on racing yachts such as those that compete for the 
America's Cup. On such a boat, a winch is operated by a sailor, called a "grinder," who turns 
the winch handle, or "crank," causing the winch drum to rotate and pull the rope, termed a 
"line" or "sheet," attached to the sail. The winch gives the grinder a mechanical advantage in 
pulling on the line, the load on which can fluctuate up to 12,000 pounds. At the start of 
hauling in, however, the sail is loose and little force is needed to pull in the line. At this point 
the line should be pulled in quickly, using the highest speed of the winch or "first," that is, 
the winch speed is selected to give the lowest mechanical advantage and, consequently, the 
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highest speed. As the sail fills with wind and the line tightens, the force exerted to overcome 
the mounting wind pressure must increase. This increase in force is facilitated by shifting the 
winch into successively lower gears, that is, gears affording a greater mechanical advantage. 

Another sailor, the "tailer," pulls on the end of the line coming off the winch in order to 
maintain tension on the line, thereby keeping it tightly wound [**3] around the winch 
drum. If the tailer pulls the line at a faster rate than the winch drum is being cranked, as is 
not uncommon when the line is slack, the winch drum will "overrun" by spinning faster than 
the grinder is cranking. In early winch designs, drum overrun caused the winch to 
inadvertently shift to a lower gear, or "override." 

In the claimed inventions and in other winches, the gears are changed by reversing the 
direction in which the crank is turned. The '580 claims are directed to a winch with at least 
three speeds which can be selected by successive crank reversals, and which will not 
inadvertently shift upon drum overrun or otherwise, nl The '881 claim is directed to a winch 
with at least three speeds which can shift in the same fashion as the '580 winch, but can also 
be operated as a two-speed winch. n2 The '881 [*747] patent discloses a three-speed 
winch with first and second speed hold, that is, the winch can be operated to shift between 
first and second and back by successive crank reversals. The need for the different types of 
operation, three-speed and two-speed, stems from the different types of sail handling 
necessitated by different types of sailing [**4] maneuvers. When sailing into the wind, the 
three-speed operation is used to take advantage of the full range of gears. When sailing with 
the wind, speed in sail handling is the focus, and the full range of gears is not needed. 

Footnotes- - - 

nl The claims of the '580 patent that are alleged to be infringed are claims 1 and 2. Those 
claims read: 

1. A winch in which there are more than two drive trains between a drive shaft and the winch 
drum offering respectively different drive ratios of drive of the drum in one sense of rotation, 
at least one of the driving trains having a disconnectable drive means, the ratios being 
successively engageable by successively opposite directions of rotation of the drive shaft, a 
preselector operable to determine which one of two of the said drive ratios engageable upon 
a given said direction of rotation of the drive shaft will be engaged, the preselector being 
thus operable by causing connection or disconnection of the disconnectable drive means in 
one of the said drive trains, and means automatically to disconnect the disconnectable drive 
means only upon reversal of the drive shaft from the given said direction of rotation. 

2. A multispeed winch having a static body, a drum, bearing means supporting the drum on 
the body for rotation about an axis of rotation, a drive shaft, bearing means supporting the 
drive shaft in the body for rotation about the same axis of rotation, a plurality of drive 
linkages between the shaft and the drum operable to drive the drum in a single sense of 
rotation at different speeds upon successive rotation of the drive shaft at the same speed in 
successively opposite senses of rotation, one of the drive linkages including a manually 
engageable coupling means having engageable driving and driven members whose 
engagement constitutes engagement of the coupling, in which condition the driving member 
is arranged to drive the driven member unidirectionally in a driving sense of rotation upon 
relative rotation of the driving and driven members in one direction of rotation, the driving 
member, at least when the coupling means is engaged being operatively connected to the 
drive shaft for rotation when the drive shaft rotates in either sense, and means for 
automatically disengaging the coupling only when the drive shaft rotates in one sense of 
rotation relative to the static body of the winch, the drive linkage in at least the highest of 
the drive ratios including a unidirectional drive means oriented to prevent relative rotation of 
the driving and driven members in the sense opposite to the said one direction of rotation by 
the drum through that linkage. [**5] 

n2 Claim 11 of the '881 patent reads as follows: 
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11. A manually powered winch comprising: a winch drum rotatable about a 
central axis; drive input; 

at least first, second and third drive trains of respectively different drive ratios 
between the drive input and winch drum; 

means for causing successive driving engagement of said second drive train and 
disengagement of said first drive train upon a first reversal of direction of rotation 
of the drive input and driving engagement of said third drive train and 
disengagement of said second drive train upon a second reversal of direction of 
rotation of the drive input to drive the drum in one direction of rotation; and 

means unaffected by a first reversal of the direction of rotation of the drive input 
engaging said causing means and operable to override and prevent the 
engagement of said third train by said causing means so that the first train is 
engaged upon said second reversal of direction of the drive input. 



End Footnotes- 

Lewmar sued Barient, Inc., a California Corporation, and Barlow Marine, Ltd., Barient's 
Australian parent (collectively [**6] Barient), for infringing claims 1 and 2 of the '580 
patent and claim 11 of the '881 patent. Barient defended inter alia on the ground that a four- 
speed winch it had made many years before, the "American Eagle" winch, anticipated each of 
the claims in issue. The American Eagle winch was designed in 1964 and is so named 
because it was used on a 12-meter yacht, the American Eagle, which participated in the trials 
for the 1964 defense of the America's Cup. The district court held that the American Eagle 
winch anticipated the inventions of all three claims at issue and thus held the claims invalid 
under 35 U.S.C. S 102 (a). 

II 

""^Anticipation under 35 U.S.C. S 102 requires the presence in a single prior art disclosure 
of each and every element of a claimed invention. Verdegaal Bros.. Inc. v. Union Oil Co. r 814 
F.2d 628, 631, 2 U.S.P.Q.2D (BNA) 1051, 1053 (Fed. Cir. 1987): Carella v. Starlight Archerv. 
804 F.2d 135, 138, 231 U.S. P.O. (BNA) 644, 646 (Fed. Cir.), modified on reh'd, 1 U.S. P.O. 2D 
(BNA) 1209 (Fed. Cir. 1986): [**7] Jamesburv Corp. v. Litton Indus. Prods.. Inc.. 756 F.2d 
1556, 1560, 225 U.S. P.O. (BNA) 253. 256 (Fed. Cir. 1985); Lindemann Maschinenfabrik 
GMBH v. American Hoist & Derrick Co.. 730 F.2d 1452, 1458, 221 U.S. P.O. (BNA) 481, 485 
(Fed. Cir. 1984): Connell v. Sears. Roebuck & Co.. 722 F.2d 1542. 1548, 220 U.S.P.O. (BNA) 
193, 198 (Fed. Cir. 1983). The district court acknowledged that basic principle, slip op. at 21- 
22, but went on to make the following observations: 

As the defendants put it, "that which infringes if later in time will anticipate if 
earlier than the patent. . . . The inquiry as to anticipation is symmetrical with the 
inquiry as to infringement of a patent." H/V2 ?The classic test of anticipation 
provides: "That which will infringe, if later, will anticipate, if earlier. Thus a claim 
fails to meet the novelty requirement if it covers or reads on a product or process 
found in a single source in the prior art." 



Id. at 22. While "the classic test of anticipation" was indeed as stated, n3 [**8] H/V3 ?under 
the current statute "anticipation" does not carry the same meaning as before, and the 
"classic test" must be modified to: That which would literally infringe if later in time 
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anticipates if earlier than the date of invention. 

- Footnotes- - 

n3 See Miller v. Eagle Mfg. Co.. 151 U.S. 186, 203, 38 L Ed. 121, 14 S. Ct. 310 (1894): 
Knapp v. Morss. 150 U.S. 221. 228, 37 L. Ed. 1059, 14 S. Ct. 81 (1893): Commercial Mfg. 
Co. v. Fairbank Canning Co.. 135 U.S. 176. 194, 34 L. Ed. 88, 10 S. Ct. 718 (1890); Peters [ 
v. Active Mfg. Co.. 129 U.S. 530, 537, 32 L. Ed. 738, 9 S. Gt. 389 (1889). 

End Footnotes 

As noted in Argus Chem. Corp. v. Fibre Glass-Evercoat Co., 759 F.2d 10, 14 n. 5, 225 
U.S.P.O. (BNA) 1100, 1102 n. 5 (Fed. Cir.), cert, denied, 474 U.S. 903, 106 S. Ct 231, 88 L 
Ed. 2d 230 (1985), prior to the Patent Act of 1952, the term "anticipation" was used in a 
broader sense than [**9] it is today. The pre-1952 cases often used the term 
"anticipation" to mean that the subject matter of the claims either was found exactly in the 
prior art (i.e., lacked novelty) or, though different, was not "inventive" over the prior art. See 
In re Clark. 522 F.2d 623, 635 n. 9, 187 U.S.P.O. (BNA) 209, 219 n. 9 (CCPA 1975) (Miller, 
J., concurring). In the 1952 Act, Congress replaced the latter concept with 35 U.S.C. S 103 r 
the requirement of nonobviousness. See generally [*748] Rich, Laying the Ghost of the 
"Invention" Requirement, 1 APLA QJ. 26 (1972), reprinted in Nonobviousness The 
Ultimate Condition of Patentability, 1:501 (J. Witherspoon ed. 1980) (hereinafter 
Nonobviousness)', Rich, The Vague Concept of "Invention" as Replaced by Section 103 of the 
1952 Patent Act, 46 J. Pat. Off. Soc'y 855 (1964), reprinted in Nonobviousness, supra at 
1:401; P. Federico, Commentary on the New Patent Law, 35 U.S.C.A. 1, 20-23 (1954). 
"Anticipation" thereafter became a restricted term of art in patent law meaning that the 
claimed invention lacked novelty, or was unpatentable under [**10] 35 U.S.C. § 102. In re 
Clark. 522 F.2d at 635 n. 9, 187 USPO at 219 n. 9. n4 >"**?it is as a restrictive term of art 
that the word is used in this opinion. All infringements of a device do not "anticipate" in this 
sense. Some may be infringements under the doctrine of equivalents which, if one wished to 
draw a parallel, is somewhat akin to obviousness. 

- Footnotes 

n4 It is not surprising that the older usage of "anticipation" dies hard and has continued to 
appear in cases after 1952, e.g., Tate Engineering, Inc. v. United States, 477 F.2d 1336, 
1342, 201 Ct. CI. 711. 175 U.S.P.O. (BNA) 115, 119 (1973). 

Enc j Footnotes 

III 

The '580 patent specification discloses a winch mechanism which includes the drum and 
three gear trains in a single pedestal. The drum is turned unidirectionally by a manually 
operated crank. Since the invention requires at least three speeds and the crank operates in 
[**11] only two directions of rotation, the same direction of the crank must, therefore, be 
used for more than one speed. The prior art shows two-speed winches where the change in 
gears, e.g., from first to second and back to first, is accomplished upon reversal of the crank. 
It also shows three-speed winches which had a problem of shifting inadvertently because of 
drum override, and four-speed winches which change speed by operating a clutch at the time 
of moving from second to third. Lewmar asserts that its '580 patent was the first to combine, 
in a single winch, override protection and automatic shifting through three gears only upon 
crank reversal. 

According to the specification, the grinder pre-selects first speed by pressing a button in the 
hub of the crank handle, which engages a clutch member with the first speed gear train. 



http://www.]exis.com/research/retrieve?_m=994aed72f3a2c45fb30548 le6bdal lbc&docni... 03/20/2003 



Search - 14 Results - Lewmar w/2 Marine 



Page 6 of 10 



Upon crank reversal, the clutch member disengages from the first speed gear train because 
of the configuration of the mating clutch and gear teeth and the second speed gear train 
engages. On next reversal, the winch shifts to third (rather than first) because of the 
previous disengagement of the clutch member. Thus, after pre-setting in first, the '580 winch 
[**12] will progress automatically, that is, without further adjustments, through first, 
second, and third upon successive reversals of the crank. The invention of the '881 patent 
has the improvement of being able to lock out the third speed and thereby use first and 
second on successive crank reversals, i.e., 1-2-1-2. This improved winch was used on nine 
yachts in the 1983 America's Cup Race. 

The American Eagle winch which the district court found anticipated each of the subject 
claims is a four-speed winch with planetary gears. The gears shift from first to second upon 
crank reversal. In the high range (1-2) the teeth on the face of the ring gear are engaged 
with corresponding teeth in the base of the pedestal acting as a clutch. By operation of a foot 
pedal, the clutch is disengaged, the planetary gear system drops away from the pedestal 
base, and the ring gear is free to rotate. Operation of the gear system in this position by 
crank rotation affords the low range, speeds 3 and 4. Speeds 1 and 3 are thus obtained in 
one direction of rotation of the crank handle and speeds 2 and 4 in the other. 

The court described the operation as follows: 

As I have already explained, the three [**13] speed automatic shifting of the 
American Eagle winch involves speeds 2, 3 and 4. With the winch being operated 
in speed 2, the foot pedal is pressed to the low speed range and the winch will 
continue [*749] in speed 2 as long as there is tension on the crank handles. 
The torsion spring exerts a counterbalancing force on the planetary gears to 
prevent them from dropping down and causing engagement of the low speed 
range gear train. When the tension on the winch handles is removed or the 
direction of cranking is reversed, n5 the selector/compression spring 
(compressed during pedal depression to low speed range) exerts sufficient force 
on the selector level/carrier shifter to cause the planetary gears to drop down 
into the low speed range position; the winch on this reversal goes into speed 3 
and a further reversal causes the winch drum to turn as speed 4, thus completing 
the automatic three speed shifting cycle from second to third to fourth. 

Without the torsion spring, the winch would not be able to shift automatically 
through a three speed range. Instead the shifting would be automatic only 
through speeds 3 and 4 since the instant the foot pedal was depressed to select 
the [**14] low range, the planetary gears would drop by their own weight to 
cause engagement of the low speed (3/4) range. Therefore, the properly 
adjusted torsion spring is a necessary component to allow automatic shifting over 
a three speed range. 



Slip op. at 23-24 (emphasis added). 

Footnotes 

n5 Barient does not dispute that the American Eagle winch shifted from high 1-2 range to low 
3-4 range on release of pressure on the crank handle. Barient explains an incongruous 
statement in footnote three of the district court's opinion, that disconnection on release of 
tension was due to an improperly adjusted spring, as referring not to the American Eagle but 
to another winch. There is simply no evidence that the American Eagle winch did not change 
from high to low range upon release of pressing on the crank handle thereby causing it to 
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shift out of second. The only evidence on this point is the testimony of Guangorena, that the 
spring was properly adjusted, and the testimony of Huggett, that the spring could not be 
adjusted. Further, Barient's witness Mr. James Michael testified that, operating under wind 
conditions, the grinders needed to maintain pressure on the crank handle of the American 
Eagle winches in order to avoid inadvertent shifting from second speed to fourth speed. 
Lewmar's witness Mr. William McKay, Jr., who had inspected another Mark II winch aboard 
the yacht Barlovento, confirmed Michael's testimony. Guangorena's testimony is also in 
accord with the finding set out in the body of the opinion. Since the statement in the footnote 
is inexplicable, it need concern us no further. 

End Footnotes [**15] 

A major dispute between the parties is whether the American Eagle winch actually had the 
torsion spring which was necessary to prevent immediate shifting (changing from the high 1- 
2 range to the lower 3-4 range) upon depressing the foot pedal. The district court found from 
the testimony that the torsion spring was not a later addition, and we will accept that as a 
fact for purposes of our analysis. 

The question we address is whether the above-described mechanism meets the limitation 
"means automatically to disconnect the disconnectable drive means only upon reversal of the 
drive shaft from the given said direction of rotation" of claim 1 and comparable language of 
claim 2. We conclude it does not. 

The claim limitation could possibly read on the American Eagle winch if the word "only" did 
not appear in that clause. The word "only," however, is there and may not be read out of the 
claim. Indeed, HNS ?\n determining validity, a claim must be construed to uphold its validity if 
possible. ACS Hosp. Svs.. Inc. v. Montefiore Hosd.. 732 F.2d 1572, 1577, 221 U.S. P.O. (BIMA) 
929, 932 (Fed. Cir. 1984). [**16] Here, the district court construed the word "only" 
unnecessarily in a manner which led to a finding of anticipation. 

The district court interpreted the term "only" in claims 1 and 2 of the '580 patent as follows: 

The word "only" is used in an operational sense, i.e., where the winch is being 
operated (with tension on the handles) [*750] the disconnectable drive means 
will automatically disconnect only on crank reversal. 



Slip op. at 33 n. 3. The court's interpretation of the word "only" to mean when the winch was 
being operated under a load is contrary to the inventor's description of his invention and to 
the invention's purpose stated in the specification. The court did not refer to the specification 
in its opinion and apparently did not consider it. This was error. 

The specification of the '580 patent states that one of the problems which the claimed 
invention sought to overcome was that "one of the gears [in prior art devices] can slip out of 
engagement whenever pressure is taken off the crank handle." The claims, as interpreted by 
the specification, do not use "only" in an operational sense, but in an absolute sense. That 
the claims use "only" in [**17] an absolute sense is bolstered by the prosecution history. 
The inventor's attorney argued to the patent examiner that one of the "two essential legs of 
the present invention" is the "means preventing spurious automatic operation." Barient 
points out that, during prosecution, Lewmar distinguished certain prior art as inadvertently 
shifting upon drum overrun. From that argument, Barient asserts that the scope of the 
claimed invention is limited to preventing spurious automatic shifting as a result of drum 
overrun. We disagree. Nothing in the specification or prosecution history limits the claimed 
invention to preventing inadvertent shifts due to drum overrun. The district court's 
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interpretation of the term "only" as limited in an operational sense, i.e., "only" except for 
pressure on the crank handle, is contrary to the specification and the prosecution history, 
and thus is wrong as a matter of law. 

When claims 1 and 2 are properly interpreted, the American Eagle winch does not anticipate 
because shifting does not occur only upon crank reversal. That winch does shift from second 
to third only upon reversal. However, it will also shift from second to fourth if pressure is 
released [**18] from the crank and the crank is then turned in the same direction of 
rotation. Thus, shifting does not occur only upon the grinder's reversing the direction of his 
cranking. 

Barient argues that release of pressure on the crank handle necessarily results in a slight 
reversal of the drive shaft and that, therefore, shifting literally occurs "only upon reversal of 
the drive shaft" (claim 1) and "only when the drive shaft rotates in one sense of 
direction" (claim 2). Thus, per Barient, those winches meet the limitations literally, even if 
the term "only" is interpreted in an absolute sense. Barient points to testimony of Jesus 
Guangorena, the designer of Barient's winches, and Marshall Dann, Lewmar's expert witness, 
to the effect that the gears of the American Eagle winch will not disengage without a slight 
reversal of the drive shaft. That is so, Barient asserts, because the winch is held in second 
gear by frictional resistance, particularly between the teeth on the face of the ring gear and 
those in the pedestal, which must be eliminated before the gears can shift. Guangorena 
described the required crank shaft rotation as "a very small angle of arc" and stated that it 
occurred [**19] "automatically" by "easing off pressure." Dann described such motion as 
"very trivial." Accepting Barient's assertion as fact arguendo (the district court made no 
findings in this regard), we reject Barient's argument. Returning to the specification's 
statement that one of the problems with the prior art winches was that "the gear change . . . 
is so simple that one of the gears can slip out of engagement whenever pressure is taken off 
the crank handle," the specification makes clear that the very small angle of crank rotation 
which occurs upon release of pressure from the crank handle does not fall within the claim 
limitations. The claims clearly contemplate an affirmative act by the grinder to reverse the 
direction of the crank handle. 

In sum, the American Eagle winches were erroneously held to anticipate the invention of 
claims 1 and 2 of the '580 patent. 

IV 

Turning to Claim 11 of the '881 patent, the district court held that the claim reads [*751] 
literally on the American Eagle winch. The '881 patent discloses a three-speed winch capable 
of operation either through the full three-speed range or through just the first two speeds. 
The American Eagle winch is a four-speed [**20] winch. The district court explained how 
the claims, written to encompass more than just the three-speed winch disclosed, could be 
read on the four-speed winch: 

There are three different drive trains capable of being automatically shifted on 
the American Eagle winch. They are second, third and fourth. (The winch includes 
a still higher speed drive train — first - which is not included in the automatic 
shift sequence.) Therefore, the comparison must be between first, second and 
third speeds of the 881 winch and second, third and fourth speeds of the 
American Eagle winch. While it is claimed by plaintiff that the terminology "first, 
second and third" refers to the three highest speeds, there is no support in the 
patent for this assertion. Since the 881 winch has only three speeds, the claim 
can be read on any consecutive set of three speeds of a winch which itself is 
capable of more than three speeds. In the American Eagle winch this would be 
the three speeds: second, third and fourth. 
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Slip op. at 33 n.4. Lewmar contends that the district court erred in interpreting the claim's 
first, second and third speeds to cover the second, third and fourth speeds of the American 
[**21] Eagle winch. Rather, Lewmar contends, the claim should be limited to cover only 
the first, second and third speeds of the American Eagle winch. Lewmar relies on the 
testimony of the inventor Huggett to that effect. According to Huggett, it is clear from the 
disclosure that "first speed is the speed of least mechanical advantage." Indeed, the 
specification refers to the first speed as "the ratio of lowest mechanical advantage to the 
user," and "that of highest drive transmission between the drive input shaft and the drum 
and therefore of lowest mechanical advantage." But the specification also describes the third 
speed as "that of greatest mechanical advantage." Thus, applying Lewmar's analysis, the 
claim's third speed could only cover the fourth speed of the American Eagle winch. The 
specification provides no basis for Lewmar's argument. Nor are we persuaded that Huggett's 
testimony is sufficiently specific with respect to the meanings which should be given these 
words of the claims. 

It is undisputed that the claim covers winches with greater than three speeds. Lewmar 
contends that the hold feature is used to restrict the winch to operation in the two highest 
speeds, the two fastest. [**22] The claim does not, however, explicitly limit its coverage 
to winches with a hold feature for the two highest speeds. Nor does the specification hint that 
the invention is limited to a winch with a hold feature for the two highest speeds. Lewmar 
does not even argue that the prosecution history contains such a limitation. In short, we 
agree with the district court that there is no basis in the record for the limitation urged by 
Lewmar. 

That is not to say that the American Eagle winch anticipates claim 11. The last element of 
claim 11 requires: 



means unaffected by a first reversal of the direction of rotation of the drive input 
engaging said causing means and operable to override and prevent the 
engagement of said third train by said causing means so that said first train is 
engaged upon said second reversal of direction of the drive input. [Emphasis 
added.] 



The district court defined "first train" to mean second speed of the American Eagle winch, 
"second train" to mean third speed of the American Eagle winch, and "third train" to mean 
fourth speed. Thus, the last element of the claim requires that the second reversal of 
direction of the drive input, at which [**23] time the winch is in third speed, cause the 
American Eagle winch to shift to second speed. In other words, the hold feature of the claims 
requires that the American Eagle winch, to anticipate, automatically shift between second 
and third speeds. It is undisputed that it does not. Notwithstanding that the last limitation of 
claim 11 does not literally read on operation [*752] of the American Eagle winch, the 
district court held that the American Eagle winch's automatic operation between first and 
second speeds satisfied that limitation. That holding is wrong as a matter of law. n6 

- -- Footnotes - 

n6 We find no merit in Barient's derivation argument, which we note was not addressed by 
the district court. 

- -End Footnotes 
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Conclusion 

We reverse the judgment of the district court insofar as it declares that claims 1 and 2 of 
U.S. Patent No. 3,927,580 and claim 11 of U.S. Patent No. Re. 30,881 are invalid for 
anticipation, and the case is remanded to the district court for further proceedings consistent # 
herewith. 

REVERSED-IN-PART AND [**24] REMANDED. 



Source: Legal > Federal Legal - U.S. > Circuit Court Cases - By Circuit > US Court of Appeals Cases - Federal 
Circuit © 

Terms: lewmar w/2 marine ( Edit Search) 
View: Full 

Date/Time: Thursday, March 20, 2003 - 2:49 PM EST 



About LexisNexis 1 Terms and Conditions 



Copyright © 2003 LexisNexis, a division of Reed Elsevier Inc. All rights reserved. 



0 

http://www.lexis.com/research/retrieve ?_m=994aed72f3a2c45fb30548 le6bdal lbc&docm... 03/20/20(33 



